United States Court of Appeals 

for the 

District of Columbia Circuit 



TRANSCRIPT OF 
RECORD 





TRANSCRIPT OF RECORD 


United States Court of Appeals for the 

District of Columbia 

APRIL TERM, 1936. 

No. 6676 

■ 



E. I. I)U PONT DE NEMOURS AND COMPANY, 

APPELLANT, 


vs. 


CONWAY P. COE, COMMISSIONER OF PATENTS. 


APPEAL FROM TTTE SUPREME COURT OF TIIE DISTRICT OF 

COLUMBIA. 


FILED APRIL 3, 1936 



PRINTED APRIL 17, 1936 





United States Court of Appeals for the 

District of Columbia 

JANUARY TERM, 1936. 

No. 6676 


E. I. DU POXT DE NEMOURS AND COMPANY, 

APPELLANT, 

rs. 


COXWAY 1C COE, COMMISSIONER OF PATENTS. 


APPEAL FROM T1IE SUPREME COURT OF TIIE DISTRICT OF 


COLUMBIA. 


I XT)EX 


Caption . 

Poll to compel issuance of Patent 
Answer to the Pill of Complaint 

Defendant's Exhibit 1 . 

Findings of Fact . 

Conclusions of Law . 


Original 


a 

1 

i 

10 


MO 


32 


Final decree dismissing Bill. Appeal noted, cost bond fixed at 

$100 or in lieu thereof $50 cash . 

Stipulation as to Exhibits .. 

Memorandum : $50 deposit in lieu of bond on appeal. 

Assignment of Errors . 

Stipulation .,. 

Designation of Record . 

Clerk's Certificate . 


•> •> 


34 



35 

30 


O — 

• > i 


3$ 


Print 

1 

1 

0 

9 

25 

*>" 

. i 


28 

29 

29 


29 

30 

31 


Press ok B\ ron S. Adams. Washington. L>. C. 
















United States Court of Appeals for the 

District of Columbia ! 

a Supreme Court of tlie District of Columbia.. 

No. 56319 In Equity. j 

E. I. Du Pont de Nemours and Company, Plaintiff , 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the Supreme Court of the 
District of Columbia, at the City of Washington, in 
said District, at the times hereinafter mentioned, 
the following papers were filed and proceedings 
had, in the above-entitled cause, to wit: J 

1 Bill to Coynpel Issuance of a Patent . 

Filed October 18, 1933. J 

In the Supreme Court of the District of Columbia. 

No. 56319 In Equity. j 

E. I. Du Pont de Nemours and Company, j 
1007 Market Street, Wilmington, Delaware, Plaintiff, 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

To the Supreme Court of the District of Columbia: 

The plaintiff states as follows: 

1. The plaintiff, E. I. du Pont de Nemours and Coinpany, 
is a corporation organized and existing under the laws of 
the State of Delaware, having its principal office at 1007 
Market Street, in the City of Wilmington, in the State of 
Delaware of the United States of America, and brings this 
suit in its own right. 
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2. The defendant, Conway P. Coe, is a citizen of the 
United States of America, is Commissioner of Patents of 
the United States of America, and is officially a resident of 
the District of Columbia in the United States of Amer¬ 
ica, and is sued in his official capacity as Commissioner of 
Patents. 

3. This is a case arising under the patent laws of the 
United States of America and particularly under Section 
4915 of the Revised Statutes (35 U. S. C. A. 63) of the 
United States of America as amended March 2, 1927, C. 273 
Section 11, 44 Stat. L. 1336; March 2, 1929, C. 488, Section 
2(b), 45 Stat. L. 1476. 

4(a). Paul C. Bowers, on October 27, 1922, filed in the 
Patent Office of the United States of America, an applica¬ 
tion for a patent for an invention of a PROCESS OF PURI¬ 
FYING PHTHALIC ANHYDRIDE, under and in 
2 accordance with the Statutes of the United States of 
America and the Rules of Practice of the Patent Of¬ 
fice of the United States of America, in such cases made and 
provided, which application was given Serial Number 597,- 
417. The said application was prosecuted under and in 
compliance with the said Statutes and Rules and matured, 
on September 17, 1929, into Letters Patent of the United 
States of America Number 1,728,225. 

(b) . Paul C. Bowers, on August 24, 1929, filed in the Pat¬ 
ent Office of the United States of America, an application 
for a patent for an invention of a PROCESS OF PURIFY¬ 
ING PHTHALIC ANHYDRIDE, under and in accor¬ 
dance with the Statutes of the United States of America 
and the Rules of Practice of the Patent Office of the United 
States of America, in such cases made and provided, which 
application was given Serial Number 388,267. The said ap¬ 
plication was prosecuted under and in compliance with the 
said Statutes and Rules and matured, on February 14, 1933, 
into Letters Patent of the United States of America Num¬ 
ber 1,897,110. 

(c) . Paul C. Bowers, on May 9, 1930, filed in the Patent 
Office of the United States of America, an application for 
Reissue of the said United States Patent Number 1,728,225, 
under and in accordance with the Statutes of the United 
States of America and the Rules of the Patent Office of the 
United States of America, in such cases made and provided, 
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which application was given Serial Number 451,126. The 
said application was prosecuted under and in compliance 
with the said Statutes and Rules and was passed upon by 
the Principal Examiner who finally rejected and refused 
claims S and 9' thereof on the ground of estoppel,j which 
claims read as follows: 

8. A process for the separation of phthalic anhy- 
3 dride from impurities which comprises heating im¬ 
pure catalytic phthalic anhydride with a concjensing 
agent, and recovering phthalic anhydride frdm the 
mixture by vaporization, removal and condensation of 
the vapor, and collection of the condensate. 

9. A method of purifying air oxidation phthallic an¬ 
hydride which comprises subjecting it to continued 
heating in a molten condition, and subjecting it! to va¬ 
porization. 

5. Paul C. Bowers is a citizen of the United States of 
America, resides at Penns Grove, New Jersey, and! is the 
original, first and sole inventor of a PROCESS OF jPURI- 
FYING PHTHALIC ANHYDRIDE, which is diseased in 
the said application Serial Number 451,120, and the said 
invention as expressed in said claims 8 and 9 of tl^e said 
application is new and useful and was not known or used 
bv others in this country before the invention thereof bv the 
said Paul C. Bowers and was not patented or described in 
any printed publication in this or any foreign country be¬ 
fore the invention thereof by the said Paul C. Bowers, or 
more than two years prior to the said Paul C. Bowers ’ 
application for patent therefor in this country, ai^d was 
not in public use or on sale in this country for morfe than 
two years prior to the said Paul C. Bowers’ application 
and was not patented in any foreign country by the said 
Paul C. Bowers or his legal representatives or assigns on 
an application filed more than twelve months prior jto the 
said Paul C. Bowers’ application in this country ar(d was 
not abandoned. The plaintiff has surrendered th£ said 
Letters Patent of the United States of America Nlimber 
1,728,225, to the said Commissioner of Patents and believes 
that the said patent is inoperative or invalid by reason of 
a defective or insufficient specification, and that the error 
arose by inadvertence, accident or mistake and without any 
fraudulent or deceptive intention. 
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6. The said claims 8 and 9 of the said application Serial 

Number 451,12b, were held to be patentable over the 

4 prior art in a decision of the Examiner of Interfer¬ 
ences dated October 28, 1930 in Interference Num¬ 
ber 57,990. 

7. The said claims 8 and 9 of the said application Serial 
Number 451,126, were held to read upon the disclosure in 
the said application Serial Number 451,126, in a decision 
of the Law Examiner dated April 21, 1930 in Interference 
Number 57,990. 

8. After said final rejection of said application Serial 
Number 451,126 and refusal of said claims by the Prin¬ 
cipal Examiner, the said plaintiff appealed to the Board of 
Appeals who, on May 4, 1933, affirmed the decision of the 
Principal Examiner, and a patent was thereby refused by 
the Commissioner of Patents. 

9(a). The plaintiff, said E. 1. du Pont de Nemours and 
Company, is the sole owner of the entire rii>*ht, title and 
interest in and to the said application for Letters Patent of 
the United States of America, Serial Number 451,126, filed 
May 9, 1930, and the said invention disclosed therein, by 
virtue of an assignment of the said invention and an appli¬ 
cation for Letters Patent of the United States of America 
Serial Number 597,417, filed October 27, 1922, which appli¬ 
cation matured, on September 17, 1929, into Letters Patent 
of the United States of America Number 1,728,225, said 
application Serial Number 451,126 being an application 
for Reissue of said Patent Number 1,728,225, said assign¬ 
ment being in writing, running from said Paul C. Bowers 
to the plaintiff, dated October 25, 1922 and recorded in the 
Patent Office of the United States of America on October 
27, 1922 ini Liber T 117, page 216 of Transfers of Patents. 
The plaintiff thereby became, and has ever since continued 
to be, and now is, the sole owner of said application Serial 
Number 451,126 and said assignment is readv here in Court 
to be produced. 

(b). The plaintiff, said E. I. du Pont de Nemours 

5 and Company, is the sole owner of the entire right, 
title and interest in and to the said Letters Patent 

of the United States of America Number 1,897,110 and the 
said invention disclosed therein, by virtue of an assignment 
of the said invention and an application for Letters Patent 
of the United States of America, Serial Number 388,267, 
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filed August 24, 1929, which application matured, on Feb¬ 
ruary 14, 1933, into the said Patent Number 1,897,110, said 
assignment being in writing, running from the said Paul C. 
Bowers to the plaintiff, dated August 22, 1929, and recorded 
in the Patent Office of the United States of America on 
August 24, 1929, in Liber P 140, page 616 of Transfers of 
Patents. The plaintiff thereby became, and has evep since 
continued to be, and now is, the sole .owner of the said 
Patent Number 1,897,110 and the said assignment is] ready 
here in Court to be produced. 

10. The said defendant, Conway P. Coe, Commissioner of 
Patents, notwithstanding Paul C. Bowers being thq orig¬ 
inal, first and sole inventor of the said invention andj being 
entitled to a patent therefor, has refused and still refuses, 
in view of said decision of the Board of Appeals, to| allow 
the said claims 8 and 9 of said application Serial Nhmber 
451,126, which claims plaintiff has insisted and still insists, 
are allowable and patentable to it. 

11. No appeal has been taken from the decision of the 
said Board of Appeals to the Court of Customs and Patent 
Appeals and no such appeal is pending or has been de¬ 
cided. 

WHEREFORE, tlie plaintiff prays that this Honorable 
Court shall revise and reverse the decision of the Board 
of Appeals and of the defendant, Conway P. Coe, Commis¬ 
sioner of Patents; shall adjudge that plaintiff is entitled, 
according to law, to receive a patent for the inven- 
6 tion specified in said claims 8 and 9 of said applica¬ 
tion Serial Number 451,126; and shall authorize the 
said defendant, Conway P. Coe, to issue a patent to the 
plaintiff containing the said claims 8 and 9 on the filijng in 
the Patent Office of a copy of this Court’s adjudication and 
otherwise complying with the requirements of lawj; and 
for such other and further relief in the premises as tlje na¬ 
ture of the case may require and to this Honorable (lourt 
shall seem meet. 

E. I. DU PONT DE NEMOURS AND COMPANY. 

Bv JOHN THOMPSON BROWN, 

Vice-President . 

■ 

CHESTER H. BIESTER FELll 

Solicitor for Plaintiff. 
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State of Delaware, 

County of New Castle, ss: 

On this 16th clay of October, 1933, before me personally 
appeared John Thompson Brown, Vice-President of E. I. 
du Pont de Xemours and Company, the plaintiff above 
named, who being by me first duly sworn, deposes and says 
that he has read the foregoing Bill and knows the contents 
thereof, and that the same is true to the best of his knowl¬ 
edge and belief. 

J. II. CASSIDY, 

[Seal] Notary Public. 

State of Delaware, 

County of New Castle, ss: 

On this 16th day of October, 1933, before me personally 
appeared Chester H. Biosterfeld, the above named solicitor 
and, beingidulv sworn, did depose and say that he has read 
the foregoing Bill, by him subscribed, and knows the con¬ 
tents thereof and that the same is true to the best of 
7 his knowledge and belief. 

J. H. CASSIDY, 

[Seal] Notary Public. 

Answer to the Bill of Cow plaint. 

Filed November 8, 1933. 

* * # # * * # 

To the Honorable 
The Judges of the Supreme Court 
of the District of Columbia. 


Conway 1 P. Coe, Commissioner of Patents, defendant 
herein, in answer to the Bill of Complaint alleges on infor¬ 
mation and belief as follows: 

1. He admits for the purpose of this suit the allega¬ 
tions of plaintiff’s organization and principal office. 

2. He admits the allegations of defendant's citizenship 
and official residence. 

3. He admits the allegation of jurisdiction under Section 
4915 R. S.; 35 U. S. C. A. 63, as amended. 


4 (a). He admits that Paul C. Bowers, on October 27, 
1922, filed an application for letters patent, to which Serial 
No. 597,417 was given, which application matured into pat¬ 
ent No. 1,728,225. 
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(b) . He admits that Paul C. Bowers, on August 2ji, 1929, 

filed ail application for letters patent to which Seijial No. 
288,267 was given, which application on February lit, 1933, 
matured into Letters Patent No. 1,897,110. I 

(c) . He admits that Paul C. Bowers, on May 9, 1930, 
filed an application for reissue of patent No. 1,728,225, 

which application was given Serial No. 451,126, and 
8 that said application was duly prosecuted. |He ad¬ 
mits that claims 8 and 9 recited in this paragraph 
were finally rejected on the ground of estoppel by [the ex¬ 
aminer. 

5. He has no information as to the allegations ofj inven¬ 
tion and the non-existence of statutory bars exceptj as in¬ 
formed by tlie Bill and by the said application No. 4151,126. 

6. He admits that claims 8 and 9 were hold patentable 
by the Law Examiner subject, however, to the outcome of 
Interference No. 57,990 in which these claims were involved 
as counts. 

7. He admits that the Law Examiner held that the said 
claims 8 and 9 read upon the disclosure of application No. 
451,126 but in that same decision the Law Examiner also 
held that the applicant was not entitled to the claims on 
the ground of estoppel. 

8. He admits that after said final rejection of the [claims 
in application No. 451,126 by the primary examiner the 
applicant appealed to the Board of Appeals, which [Board 
of Appeals on May 4, 1933, rendered a decision affirming 
the decision of the primary examiner and a patent was 

therebv refused bv the Commissioner of Patents. 

• 

9(a). He admits the allegations of assignments relating 
to applications Nos. 451,126 and 597,417, and patent No. 
1,728,225. I 

(b). He admits the allegations of assignment relatling to 
patent No. 1,897,110 which issued on application No. 388,- 
267. 

10. He admits that the Commissioner of Patents lias re¬ 
fused and still refuses to grant letters patent to plpintiff 
for claims 8 and 9. Defendant denies that plaintiff | is en¬ 
titled thereto as more fully appears from the statement of 
the examiner and the decision of the Board of Appeals in 
application Serial No. 451,126, and the decisions of the law 
examiner, Examiner of Interferences, and Board ojf Ap¬ 
peals in the Interference No. 57,990 referred to in the 
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pleadings. Profert of copies of said decisions is 
9 hereby made. 

11. He admits that no appeal has been taken from 
the decision of the Board of Appeals to the United States 
Court of Customs and Patent Appeals and no such appeal 
is pending or has been decided. 

AND FURTHER ANSWERING defendant denies each 
and every allegation of the Bill of Complaint not herein 
specifically!and sufficiently denied or admitted, and prays 
that plaintiff’s Bill of Complaint be dismissed. 


WHEREFORE defendant having fullv answered the Bill 
of Complaint denies that plaintiff is entitled to the relief 
demanded or any part thereof and prays that the Bill be 
dismissed with all costs of the proceedings against the 
plaintiff as provided in Section 4915 R. S. 


CONWAY P. COE, 
Commissioner of Patents, 
Defendant. 


T. A. HOSTETLER, 

Solicitor of the U. S. Patent Office, 
Attorney for Defendant. 


District of Columbia, 

City of Washington, ss: 

I, Conway P. Coe, Commissioner of Patents, depose and 

sav that I have read the above answer bv me subscribed and 
» • 

know the contents thereof, and that the statements of facts 
therein made as upon personal knowledge are true, and 
those made upon information and belief I believe to be true. 

CONWAY P. COE, 
Commissioner of Patents. 

Subscribed and sworn to before me this 6th day of No¬ 
vember, 1933. 

ALBERT W. KAISER, 

[Seal] Notary Public , D. C. 

My commission expires March 21, 1938. 


CONWAY P. COE, COMMISSIONER OF PATENTS. 
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10 DEFENDANT’S EXHIBIT 1. 

E. I. Du Pont de Nemours and Company vs. Cc}e. 

Equity No. 56,319. 

FILjilD 
Feb 7-1-1936 

A—Examiner’s Statement in Serial No. 451,126. 

B—Decision of Board of Appeals in Serial No. 451^126. 

C—Decision of Law Examiner on “Motion to Substitute” 
in Interference No. 57,990. 

D—Decision of Examiner of Interferences on “Rehearing” 
of “Motion to Substitute” in Interference No. 
57,990. 

E—Decision of the Board of Appeals on appeal from the 
Examiner of Interferences in Interference No. 
57,990. i 

A. 

11 May 19, 1932. 

United States Patent Office. 

AMI/H/MHW Paper |no. 10 

Before the Board of Appeals on Appeal. 

In re application of 
Paul C. Bowers 
Ser. No. 451,126 
Filed Mav 9, 1930 
Process of Purifying 
Phthalic Anhydride. 

Mailed May 19, 1932. 

Examiner’s Statement. 

i 

This is an appeal from the final rejection of the foljowing 
claims:— 

8. A process for the separation of phthalic anhydride 
from impurities which comprises heating impure catalytic 
phthalic anhydride with a condensing agent, and recovering 
phthalic anhydride from the mixture by vaporization, re¬ 
moval and condensation of the vapor, and collection of the 
condensate. 
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9. A method of purifying* air oxidation plithalic anhy¬ 
dride which comprises subjecting it to continued heating in 
a molten condition, and subjecting it to vaporization. 


The ground of rejection is that applicant is estopped to 
make these claims having failed to present them under Rule 
109 during the motion period of interferences in which he 
was involved, and the rejection is in accordance with the 
rulings of the Examiner of Interferences and Board of Ap¬ 
peals in Interference Xo. 57,990. 

As the history of these claims and reasons for holding 
applicant estopped to now make them are fully given in the 
decision of the Board of Appeals, paper Xo. 69 in Interfer¬ 
ence Xo. 57,990, it is not necessary to repeat them here, and 
reference is made to such decision for a full statement of 
the reasons for the rejection. 

Respectfully, 

I A. M. LEAVERS, 

Examiner, Division 6. 
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B. 

Appeal Xo. 5564. Paper Xo. 19. 

Decision. 


U. S. Patent Office. 

Board of Appeals. 

Mailed May 4,1933. MOV 

Appeal Xo. 5564. 

Hearing: 

April 5, 1933. 

In the United States Patent Office. 


Before the Board of Appeals. 

Ex parte Paul 0. Bowers. 

Application for Patent tiled May 9, 1930, Serial Xo. 451,- 
126, for reissue of patent Xo. 1,728,225 granted Sept. 17, 
1929. Process of Purifying Plithalic Anhydride. 

Mr. Paul B. Selbe for applicant. 

Tills is an appeal from the final rejection of the following 
claims: 

S. A process for the separation of plithalic anhydride 
from impurities which comprises heating impure cata- 
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lytic phthalic anhydride with a condensing ageist, and 
recovering phthalic anhydride from the mixtujre by 
vaporization, removal and condensation of the Vapor, 
and collection of the condensate. 


9. A method of purifying air oxidation phthalic an¬ 
hydride which comprises subjecting it to continued 
heating in a molten condition, and subjecting it [to va¬ 
porization. 


The statement of the examiner gives the ground pf his 
final rejection as follows: j 

The ground of rejection is that applicant is estbpped 
to make these claims having failed to present thein un¬ 
der Rule 109 during the motion period of interferences 
in which he was involved, and the rejection is in ac¬ 
cordance with the rulings of the Examiner of interfer¬ 
ences and Board of Appeals in Interference No. 57,990. 

As the historv of these claims and reasons for hold- 
ing applicant estopped to now make them are fully 
given in the decision of the Board of Appeals, paper 
Xo. 69 in Interference Xo. 57,990, it is not necejssary 
13 to repeat them here, and reference is made to! such 
decision for a full statement of the reasons fqr the 
rejection. 


The appealed claims 8 and 9 were counts of the | issue 
of interference Xo. 57,990. In that interference we af^rmed 
a decision of the examiner of interferences denying k mo- 
tion by Bowers to substitute the present reissue application 
for his application Xo. 388,267 involved in interferencje Xo. 
57,990 on the ground that “Bowers is estopped from'mak¬ 
ing the counts of the interference.” Following this decision 
in the interference Bowers filed a statement (paper 70 }n the 
interference) containing the following memorandum:! 


Under the existing rules of practice no appea|l lies 
from the decision of the Board of Appeals on an inter¬ 
locutory motion. The decision of the Board of Ap¬ 
peals having been on appeal from interlocutor^ mo¬ 
tions, and the decision of the Board of Appeals having 
affirmed the dissolution of the interference, the party 
Bowers is believed to be without any further !inter 
partes redress, and is forced to rely upon the right of 
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appeal from the ex parte rejection following the disso¬ 
lution of the interference in order to obtain further con¬ 
sideration by an appellate tribunal. This memorandum 
is submitted in order to place on record the party 
Bowers’ intentions of preceding through further ex 
parte\ prosecution in accordance with the practice as it 
is understood by the party Bowers. Moreover, this 
statement is submitted in order to place on record the 
fact that the party Bowers respectfully disagrees with 
and does not acquiesce in the holding of estoppel em¬ 
bodied in the decision of the Honorable Board of Ap¬ 
peals. 


In accordance with said statement appellant proceeded 
to urge the appealed claims, first, before the primary exam¬ 
iner and then before this Board with the evident intention 
if unsuccessful here of carrving the case to the Court. 

The arguments raised here are similar to those urged bv 
appellant iin the interference. They were carefully con¬ 
sidered in detail in our decision in the interference where 
the relation of the interferences and the reasons for 


14 the estoppel are given at length. 

Appellant’s argument and brief have been care- 
fullv considered in connection with our decision in the in- 
terference but we are satisfied that said decision is correct 
and in accord with the Patent Office practice and decisions 
relating to estoppel. 

For the reasons set forth at length in said decision (paper 
69 in interference Xo. 57,990), which it is unnecessary to 
repeat here, the decision of tlie Examiner is affirmed. 


Board of Appeals. 


J. M. HOPKIXS, 

Assistaut Commissloner. 

W. S. RUCKMAN, 

Exa mi n e r-in-Ch i ef. 

W. L. THURBER, 

Exa m hi e r-in-Ch ief. 


Mav 4,1933. 
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Docket Clerk. Jun 25 1930 Copy Mailed, j 

15 Hearing: 

Mav 29,1930. I ECJ 

* 

In the United States Patent Office. j 
Bowers v. Jaeger v. Foster. 

Patent Interference No. 57,990. 

Motion to Substitute. 

Purification of Phthalic Anhydride. 

Application of Paul C. Bowers filed Aug. 24, 1929, No. 
388,267. 

Application of Alphons 0. Jaeger filed Mav 18, 1928, No. 
278,648. 

Application of Harold B. Foster filed Jan. 21, 1925, No. 
82,857. 

Mr. Edward B. Beale for Bowers. 

Mr. Robert Ames Norton for Jaeger. 

Mr. Forbes Silsbv for Foster. 

#• 

The party Bowers moves to substitute for his application 
Serial No. 388,267 filed August 24, 1929, involved in this in¬ 
terference, an application Serial No. 451,126 filed May 9, 
1930 for reissue of his patent No. 1,728,225 dated September 
17, 1929 and having a filing date October 27, 1922. 

The law examiner held in the decision dated Ap Kl 21, 
1930 that the Bowers patent No. 1,728,225 disclosed the sub¬ 
ject matter of the counts, that the party Bowers hgd no 
right to make the counts because of estoppel and alsh held 
that there would be double patenting as to the counts in the 
Bowers application now involved in the interference} over 
Bowers patent No. 1,728,225. j 

The reissue application Serial No. 451,126, if allowed, 
would overcome the bar of double patenting. It is stalted to 
be an exact copy of the patent specification and claims 

16 with the three counts of the present interference 
added as claims 7, 8 and 9. The patent would still 

remain a bar to the opposing parties. 

The estoppel urged against Bowers cannot bo one }>f res 
ad judicata or estoppel by judgment since there whs no 
award of priority in Interference No. 56,609, which was dis¬ 
solved. If there be estoppel, it must be because he allowed 
Interference No. 56,609, to be dissolved and failed tojmake 
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a motion under rule 109 in that Interference to include 
other counts such as those in the present issue. See Long- 
tin v. Trudel & Dawson v. Pigeon, 1923 C. D. 136; "White, 
Overlin & Bullington v. Ovaitt, 1923 C. D. 18; In re Capin, 
1915 C. D. 115. 

It is not clear, however, that he could have secured a 
hearing under Rule 109 in Interference Xo. 56,609 without 
alleging that the proposed claims were patentable which he 
could not do consistentlv with his motion to dissolve. Being 
without such a remedy, he would have to rely upon the be¬ 
lated action of the Office to protect his interests as he ap¬ 
parently had no access to the other applications after dis¬ 
solution of Interference X"o. 56,609 until the declaration of 
the present interference. He should not be made respon¬ 
sible for the inactivitv and apparent inconsistency of the 
Office. 

Bowers’ statement of facts filed June 10, 1930, is accepted 
as true bv Jaeger and Foster. 

It is held that Bowers is not estopped by failure to 
17 act under Rule 109. 

The cancellation of the count of Interference Xo. 
56,609 was not in any sense an inadvertence, and it is 
urged that the party Bowers cannot now claim by reissue 
what he once relinquished or something broader. Ex parte 
White, 1928 0. D. 6. The present issue appears to be broader 
than the cancelled count and broader than the claims of the 
Bowers patent Xo. 1,72S.225. 

The party Bowers, however, did not relinquish the 
broader subject matter because at the time the patent is¬ 
sued he had a pending application containing the present 
counts. An intent to abandon the broader subject matter 
cannot be presumed. Any presumption of abandonment is 
rebutted by the presence of a pending application contain¬ 
ing the broader claims. 

The motion to substitute is granted, but the interference 
stands dissolved, the parties Jaeger and Foster being ap¬ 
parently unable to antedate the filing date of the Bowers 
patent, and a redeclaration of the interference is unneces¬ 
sary. 

The limit of appeal from the decision dated April 21, 
1930 is extended to expire July 15, 1930. 

J. P. DISNEY, 

Law Examiner. 


June 25, 1930. 
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D. | 

Patent Office. Oct. 28, 1930 Mailed! 

Interference Xo. 57,990. j 

Bowers v. Jaeger v. Foster. 


i 

Motion to Substitute Rehearing. 

The question of the lack of right of Bowers to niake the 
counts in his reissue application 451,126, because ojf estop¬ 
pel, is reconsidered, and the patentability of the coujits over 
certain prior art is examined in the decision below, jas a re¬ 
sult of a rehearing* on petition brought by Jaeger <pf Bow¬ 
er’s motion to substitute the said reissue application in this 
interference. 

Consideration of the question of the patentability of the 
counts is believed warranted in this interference because of 
their apparent similarity with the issue of prior interfer¬ 
ence 56,609, which was dissolved on the ground of unpat¬ 
entability, it being particularly brought to the attention of 
the law examiner by Bowers in paper 43 of the present in¬ 
terference, in which he apparently offers the unpatentabil¬ 
ity of the counts as an excuse for his failure to move to in¬ 
clude the present counts in interference 56,609. 

The argument for Bowers urging the patentability of 
the counts is based on the assumption that they arc re¬ 
stricted to the catalytic process of air oxidation. Xo actual 
restriction to such effect is found in counts 1 and 2, which 
do not refer to “air oxidation”. Count 1 covers treatment 
of phthalic anhydride derived in any manner whatever and 
count 2 refers merelv to a catalvtic process. Other catalytic 
processes for the preparation of the anhydride than 
19 the “air oxidation” process are known. Of |he ref¬ 
erences referred to in interference 56,609 Thorp’s 
Dictionary of Applied Chemistry, page 250, Yol. IV, 1913 
Ed., is believed the most pertinent. It describes Hausser- 
man’s process in which the product obtained by thc| oxida¬ 
tion of napthalene with hydrochloric acid and potassium 
chlorate, which may be termined crude phthalic anhydride, 
is treated with nitric acid, and the nitric acid and phthalic 
anhydride vaporized. Xitric acid performs the function of 
a condensing agent. Count 1 is believed fairly anticipated, 
even assuming that the product treated with nitric jacid is 
phthalic acid rather than phthalic anhydride, since tjhe two 
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substances are so closely related. Count 2 requires the 
phthalic anhydride to be recovered from the mixture con¬ 
taining the condensing agent, whereas Thor]) describes the 
prior removal of the nitric acid. It is doubtful whether the 
other references disclose vaporization of the anhydride 
from the treated impure anhydride or disclose treatment of 
a product which contains amounts of phthalic anhydride, 
sufficient to warrant terming the product an impure phthalic 
anhydride, with a condensing agent, altlio Greenley 
1,261,022, for instance, describes the vaporization of the 
anhydride from a mixture probably containing substantial 
amounts of anhydride plus a condensing agent (sulphuric 
acid) and unoxidized napthalene and a catalytic agent. In 
view of such doubt counts 2 and 3 are held patentable. 

The history of the present interference and interferences 

56.608 and 56,609 has been referred in prior decisions and 
in the briefs of the parties. It is sufficient to state that the 

Bowers application 597,417, filed October 27, 1922, 
20 which issued as patent 1,728,225, the original patent 

of the present Bowers reissue application, was in¬ 
volved with the same application, Serial Xo. 82,857, of the 
party Foster, now in this interference, in interference 
56,609. During the motion period in 56,609 the Foster ap¬ 
plication was open to him and the Foster application then 
contained ai notice that the present counts were counts in 
interference 56,608 between a joint application of Jaeger 
and the application of Foster. Bowers made no motion in 

56.609 to obtain an interference and allowed his application 
to go to patent when the interference was terminated on a 
holding of unpatentability of the count and lack of right of 
the parties to make the count. The present interference 
with the counts taken from interference 56,608 continued, 
as a result of a motion to substitute in 56,60S, after the 
termination of 56,608, between Foster and a sole applica¬ 
tion of Jaeger, and is in effect a continuation of 56,608. 
Bowers application Ser. Xo. 388,267, was added and, the 
count having been barred to him in his application Xo. 
388,267, he now seeks to substitute his reissue application, 
altho the counts are barred to his opponents by his patent. 

The counts have been held to be unpatentable to Jaeger 
and Foster over Bowers’ patent 1,728,225, application 
597,417, which was involved in interference 56,609. Jaeger 
and Foster were both aware during and after the termina- 
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tion of interference 56,609, that altho they were contest¬ 
ing priority as to the present counts between themselves, 
that neither party, if awarded priority, could successfully 
maintain the present counts, if the said Bowers’ Applica¬ 
tion became a patent. The Bowers’ application contained 
patentable matter and they were warranted in as- 

21 suming that it would go to issue. When issued it 
would be a prior disclosure of the present counts and 

a good defense against the successful party in thei Jaeger 
v. Foster interference, even if the application of ^he suc¬ 
cessful party were allowed to issue without rejection of the 
counts thereon. Hence they were warranted in assuming 
that they would be free to practice the invention! of the 
counts, when Bowers failed to assert the claims iii 56,609 
and allowed his patent to issue. The failure of Bovvers to 
make the claims in 56,609 constitutes therefore an equitable 
estoppel against his asserting the counts of the present in¬ 
terference 57,990, which was declared between Jaeger and 
Foster after the termination of interference 56,609. The 
present case is no exception to the practice set out in Long- 
tin, Trudel and Dawson v. Pigeon, 1923, C. D. 136. | 

From another view point, Bowers’ laches and failure to 
assert the counts during interference 56,609, when jhe had 
due notice that they were the issue of another interference 
and therefore presumably patentable, because of thje pres¬ 
ence of the interference notice in the Foster application, 
amount to a constructive disclaimer of the inventions of the 
counts. The present interference was not declared until 
after the termination of interference 56,609 and Bowers 
was not added to the present interference until after the 
termination of interference 56,608. It is stated ini White 
et al v. Ovaitt, 1923 C. 1). 18 that “estoppel may ari^je from 
failure to do what is to be expected”. For this and other 
reasons sufficiently discussed by Assistant Commissioner 
Fenning in the White et al v. Ovaitt decision, it is Relieved 
that Bowers has no right to make the counts in his 

22 reissue application or in his application 388,267. 
Whether the counts are or are not broader than the 

issue of 56,609 is regarded as immaterial. Counts 2 and 3 
however have been held above to be patentablv (distin¬ 
guished from said issue and count 1 is considered narrower 
m scope. 
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The original motion to substitute and petition for rehear¬ 
ing were granted with the view that the questions raised 
thereby should bo determined inter partes, altho deci¬ 
sion thereon would not affect the status of the present in¬ 
terference, which already stood dissolved, since the counts 
were held unpatentable to the parties Jaeger and Foster in 
the decision of April 21, 1930. 

The decision of June 25, 1930, paper Xo. 55, is recon¬ 
sidered; count 1 is held unpatentable over prior art, effec¬ 
tive against the party Bowers, and the motion to substitute 
the reissue application of the party Bowers is denied, since 
he is estopped from making the counts. 

A limit of appeal is set to expire November 17, 1930. 

J. P. Disney, 

Examiner of Interference *, Room 262. 

E. 

Appeal Xo. 1075. Paper Xo. 69. 
23 Decision. 


U. S. Patent Office. 

Board of Appeals. 

Mailed Apr. 22, 1931. 

Appeal Xo. 1075. MCY 

Hearing: 

March 6, 1931. 

In the United States Patent Office. 


Before the Board of Appeals. 
Bowers v. Jaeger v. Foster. 


Patent Interference Xo. 57,990 between the applications 

of Paul C. Bowers filed Aug. 24, 1929, Serial Xo. 388,267, 

Alphons O. Jaeger filed May 18, 1928, Serial Xo. 278,648 

and Harold B. Foster filed January 21, 1926, Serial X"o. 

82,857. Purification of Phthalic Anhydride. 

Mr. Edward B. Beale for Bowers. 

Mr. Robert Ames Norton for Jaeger. 

Mr. Forbes Silsbv for Foster. 

* 

This is an appeal by the party Bowers from the decision 
of the examiner of interferences denying his motion to sub¬ 
stitute for his application No. 38S,267 filed August 24, 1929, 
involved in this interference an application filed May 9, 
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1930, for reissue of his patent Xo. 1,728,225 issued Septem¬ 
ber 17, 1929 on an application filed October 27, 1922, on the 
ground that Bowers is estopped from making the counts of 
the interference. 

The record shows that two prior related interferences 
Xo. 56,608, Jaeger and Canon v. Foster, and X"o. 56,609, 
Jaeger and Canon v. Conover v. Foster v. Bowers, were de¬ 
clared on March 27, 1928. The applications of Foster and 
of Jaeger and Canon included in the second of these inter¬ 
ferences were also included in the first. 

Interference Xo. 56,609 involved a single count find was 
terminated on the expiration of the limit of appeal from a 
decision of the law examiner on February 5, 1929 granting 
motions by Bowers and Foster to dissolve on tlioj ground 
that the count is anticipated by prior art. The law 
24 examiner also held that “the count is not sustained 
by the disclosure of any of the parties.” Following 
the dissolution of said interference Bowers cancelled his 
claim corresponding to the count of the interference and 
his patent Xo. 1,728,225 issued September 17, 1929j 

Companion interference Xo. 56,608 involved the japplica- 
tions of Foster, and Jaeger and Canon which wore also 
involved in interference Xo. 56,609. Although Bowers w*as 
not a party to interference X T o. 56,608 he had access to the 
applications of Foster, and Jaeger and Canon duj’ing the 
pendency of interference Xo. 56,609. He knew, asj for ex¬ 
ample from paper Xo. 10 in Foster’s application containing 
the notice of the declaration of interference Xo. 56,608, the 
date of such declaration, the parties to that interference and 
the wording of the nine counts involved. He disclaims any 
knowledge of how or why interference Xo. 56,608 was ter¬ 
minated. In his brief, page 5, Bowers states thajt of the 
nine counts of this interference six of them “contain limi¬ 
tations not supported by the Bowsers application.” I If this 
statement is correct it may explain the failure of the pri¬ 
mary examiner to include the Bowers application ijn inter¬ 
ference Xo. 56,608 (in re Redeclaration of Interferences 
1926 C. 1)., 75). The failure of the primary examiner to 
include Bowsers in the interference, or to include the counts 
in question in Xo. 56,609, or to declare a third interference 
if necessary under the practice, however, does notj excuse 
the failure of Bovvers to make the claims and the necessary 
motion if he desired to contest priority thereof. 

The present interference Xo. 57,990 was declared March 
5, 1929 between the application of Foster involve^ in the 
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prior interferences and a sole application of Jaeger filed 
May 18, 1928 with an issue of three counts which are the 
same as counts 1, 5 and 7 of interference Xo. 56,608. 

25 On August 24, 1929 Bowers filed another applica¬ 
tion Xo. 388,267 and he filed an amendment therein 

on September 16, 1929 one day before his patent Xo. 
1,728,225 issued, presenting nine claims, with the statement 
that “the newly presented claims correspond to counts 1 
to 9, inclusive, in interference Xo. 56,608 between the par¬ 
ties Jaeger and Canon and Foster,” and he requested that 
it be added to interference Xo. 56,608. At this time inter¬ 
ference Xo. 56,608 had been terminated but this application 
of Bowers was added to the present interference Xo. 57,990 
on December 9, 1929. 

On motion of Jaeger to dissolve, the law examiner, on 
April 21, 1930, dissolved the interference as to Bowers on 
the ground of estoppel by failure to move to amend under 
Buie 109 in interference Xo. 56,609 and also on the ground 
of double patenting, and as to all parties on the ground that 
the counts are unpatentable over Bowers’ patent Xo. 
1,728,225, the filing date of which antedated the dates of 
conception alleged by the parties Foster and Jaeger in 
their preliminary statements. 

In this decision the examiner of interferences stated that 
briefs might be filed on the holding that the counts are un¬ 
patentable and that, if warranted, the decision would be re¬ 
considered. 

On May 9, 4930 Bowers filed an application for reissue 
of his patent Xo. 1,728,225 in which he inserted the counts 
of the interference and on Mav 12, 1930 he filed a motion 
to substitute it in the interference. 

In a decision rendered June 25, 1930 the law examiner 
granted the motion to substitute, holding that Bowers was 
not estopped by failure to act under Buie 109, that his re¬ 
issue application overcame the bar of double patent- 

26 ing but that a redeclaration of the interference was 

unnecessarv since the interference stood dissolved 
% 

by failure of Jaeger and Foster to antedate the filing date 
of the Bowers patent. On a petition for rehearing the law 
examiner, (now an examiner of interferences) in a lengthy 
decision rendered October 28, 1930, held count 1 unpatent¬ 
able over prior art effective against the party Bowers and, 
reversing the position taken in his decision of June 25, held 
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that Bowers is estopped to make the counts, and denied his 
motion to substitute the reissue application. X<b appeal 
was taken from the holding that count 1 is unpatentable and 
the only question raised by Bowers on his appeal ip that of 
estoppel. 

The decision of the examiner of interferences| holding 
Bowers’ estoppel is believed to be in accord with the rules, 
decisions and established practice. Bowers adjmittedly 
knew as soon as the preliminary statements in interference 
No. 56,609 were approved and the applications oj‘ Foster 
and Jaeger involved therein were open to his inspection 
that another interference, Xo. 56,608, had been declared 
between the latter parties and also the counts of safd inter¬ 
ference. Bowers, however, filed no motion under Buie 109, 
as he should have done had he wished to contest priority as 
to anv counts of interference Xo. 56,608. The record shows 
that at the time lie should have filed such a motionjhe filed 
instead a motion to dissolve on the ground that thejissue of 
interference Xo. 56,609 was unpatentable. It is noted that 
in said interference, Xo. 56,609 the parties Jaeger ej al. and 
Foster were under an order to show cause for failure to 
allege dates prior to Bowers’ filing date, and the party Con¬ 
over, while junior to Bowers, alleged dates of conception, 
disclosure and reduction to practice in May, 1917 and also 
that the process of the invention has been commer- 
27 ciallv conducted on a large scale. Bowers filed a 
motion to require Conover to state the date| of this 
commercial operation of the invention so that ijf early 
enough he might 4 4 move to dissolve on the ground! of two 
years’ prior public use at the same time as moving to dis¬ 
solve generally on the ground of unpatentability” j (paper 
12 in interference Xo. 56,609). Said interference Xo. 56,609 
was dissolved without action on Bowers’ motion concerning 
possible public use. 

Bowers urges as his excuse for failure to movq under 
Rule 109, not lack of knowledge of interference Xo.j 56,608, 
but that inasmuch as he was moving to dissolve interference 
Xo. 56,609 for non-patentability of the issue, he could not 
conscientiously move to add the broad counts of interfer¬ 
ence Xo. 56,608 which 4 4 he did not feel * * * wejre pat¬ 
entable to the other parties,” also that he presumed! the is¬ 
sue in interference Xo. 56,608 would be held unpatentable. 
This excuse seems to have been considered sufficient to 
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avoid estoppel by the law examiner in his decision of June 
25, 1930, although the record, noted above, raises the query 
as to whether Bowers’ actions mav not also have been in- 
fluenced bv his fear of the earlv dates alleged bv the partv 
Conover. 

Bowers’ presumption of unpatentability of the counts of 
interference No. 5(5,608 seems unwarranted in view of the 
fact that the primary examiner had held the counts patent- 
able in declaring the interference. 

AYe do not think the facts excuse Bowers’ failure to make 
the claims, or to act for more than a year after he should 
have filed his motion under Rule 109, nor that this case is 
an exception to the well settled practice of estoppel by fail¬ 
ure to act under said rule. 

The decision of the Court of Appeals ot‘ the District of 
Columbia in In re Capen 1915 C. 1)., 115 concerning 
28 estoppel under Rule 109, states: 

Rule 109 permits any party to an interference at any 
time within thirty days after preliminary statements 
have been received and approved to file an amendment 
to his application containing any claims which in his 
opinion should be made the basis of an interference 
between ,himself and any of the other parties. It is 
made the duty of the Examiner of Interferences to 
transmit the claims thus proposed to the Primary Ex¬ 
aminer for his determination. If the claims are al¬ 
lowed the interference will be redeclared, or other in¬ 
terferences will be declared, to include the new claims. 
The object of this rule obviously is to require the par¬ 
ties to an interference to have determined in that pro¬ 
ceeding all rights growing out of their respective ap¬ 
plications. In other words, the rule affords either party 
to an interference full opportunity to put in issue mat¬ 
ter which he may think patentable or common to the 
interfering applications, but which was not included in 
the interference originally declared by the Primary 
Examiner. 


The same Court said, In re Doble 1927 C. D., 101: 

It was Doble ? s duty when the interference was pend¬ 
ing between his application and Scott’s, to present for 
determination all of his claims relating to the interfer¬ 
ing subject matter, and when he failed to do so and 
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furthermore failed to file any amendment containing 
additional claims, lie became barred and estopped from 
subsequently presenting such claims as a basis for 
another interference with Scott’s application, This 
conclusion follows the provisions of rule 109 of the Pat¬ 
ent Office, as determined bv this court In re Capen, 43 
App. D. C. 342. ‘ n 

In the recent decision, In re Austin 399 0. G. 625 the U. S. 
Court of Customs and Patent Appeals, in discussing the 
practice under Rule 109, said: 

Furthermore, if a party to an interference ftails to 
comply with the rules of the Patent Office relative to 
the presentation of such claims, it is thereafter es¬ 
topped from presenting them as a basis for anotjher in¬ 
terference between the same parties. Ex parte 'temple 
and Goodrum, supra; Frickev v. Ogden, supr'ty; The 
New Departure Manufacturing Company v. Rojhnson, 
39 App. D. C. 504, 188 O. G. 1055; In re Capen, 4l3 App. 
D. C. 342, 214 O. G. 685; In re Wasserfallen, 5k App. 
D. C. 367, 298 Fed. 826, 328 O. G. 7; Application of 

Doble, 57 App. D. C. 10, 16 F. (2d) 350, 356 O. (jr. 4. 

: 

In harmony with the above decisions are the Conimlission- 
er’s Decisions: Greer v. Simon, 1923 C. D. 24; Lon^tin v. 
Trudel and Dawson v. Pigeon, 123 C. D., 136; White,i Over- 
lin and Bullington v. Ovaitt, 1923 C. D., 18. j 

Appellant cites the decision of the Court of Appeals of 
the District of Columbia In re Martin 1918 C. D., 21|3, and 
contends that his opponents have not been injured 
29 by his failure to act under Rule 109. However, as 
stated by the examiner of interferences, Jaeger and 
Foster, even if they could not obtain a valid patent f|or the 
claims of the issue, 44 were warranted in assuming thajt they 
would be free to practice the invention of the counts,i when 
Bowers failed to assert the claims in No. 56,609 and avowed 
his patent to issue.” Their preliminary statements jallege 
that they have practiced the invention commercially.! This 
is believed to constitute a sufficient showing of injury to 
uphold the estoppel. The Commissioner’s decision fn Ex 
parte Sutton, Steele and Steele, 1906 C. D., Ill holds!: 

The purpose of Rule 109 is clearly to avoid a second 
interference, and where a party fails to take advantage 
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of that rule he loses the right to contest the question of 
priority as to the claims made by his opponent. The 
fact that there is still another party making the claims 
is not of consequence. 

While it is true, as urged in argument, that this Of¬ 
fice does not wish a technicality to stand in the way of 
the determination upon the merits of the rival claims 
of applicants, it is also true that certain rules of pro¬ 
cedure must be made and enforced. While such rules 
may appear to work a hardship in a particular case, 
they are necessary in order to prevent still greater 
hardship in many cases. The confusion which would 
necessarily result from the failure to enforce general 
rules of procedure, such as Rule 109, overbalances the 
alleged hardship of a particular case. 

It is noted that the holding that appellant is estopped 
does not have the effect of giving the claims to his oppo¬ 
nents. Both Foster and Jaeger are estopped from obtain¬ 
ing the claims of the issue by the decision of the law exam¬ 
iner of April 21, 1930 that the patent of Bowers constitutes 
a bar and their failure to appeal from that holding (U. S. 
ex rel. Newcomb Motor Co. v. Moore, 30 App. D. C. 464; 
1908 C. D. 332). It follows that none of the parties will re¬ 
ceive a patent for said counts and that all will be free to 
practice the invention thereof. 

The decision of the examiner of interferences holding 
Bowers estopped is affirmed. 

Board of Appeals 

J. M. HOPKINS, 

Assist a n t Com m iss lone. r. 

W. S. RUCKMAN, 

Exa m i n e r-in-C h i ef. 

W. L. TIIURBER, 

E xa m in e r-in-C h i ef. 

April 22, 1931. 
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30 Findings of Fact and Conclusions of Law. 

Filed January 24, 1936. ! 

i 

* # # * * # # * { * 

Findings of Fact. j 

1. That plaintiff is the owner of an application No. 451,126 
of Paul C. Bowers, for a reissue of Patent No. 1,728,225, 
granted September 17, 1929, on application No. 597,417, filed 
October 27, 1922, which reissue application contains the 
two claims appearing in the Bill of Complaint anjd num¬ 
bered 8 and 9. 

2. That an interference, No. 56,609, was declared between 
the said application of Bowers, No. 597,417, and Applica¬ 
tions of other parties, including an application of j Jaeger 
and Cannon, No. 166,807, an application of Harold lB. Fos¬ 
ter, No. 82,857 and an application of Conover No. 151,606. 

3. That on the same day an interference, No. 56,6pS, was 

declared between the same application of Jaeger aijid Can¬ 
non, and the same application of Harold B. Foster, ]with an 
issue which included two claims which appear in powers’ 
"Reissue application and the Bill of Complaint as njumbers 
8 and 9. I 

4. That no motion was made by, or on behalf of, jBowers 
or any of the aforementioned other parties, during the 
pendency of Interference No. 56,609, to bring abouj an in¬ 
terference between his application and the applications of 
the parties Jaeger and Cannon, and Foster, with reference 
to said claims 8 and 9. 

5. That Interference No. 56,609 was terminated bv dis- 
solution on the ground that the claim constituting the issue 
thereof was not patentable. That thereafter Bowers al¬ 
lowed his original application, No. 597,417, to mature into 
patent No. 1,728,225. 

6. That after the dissolution of Interference No. 

31 56,609, but before the issuance of his patent No. 

1,728,225, Bowers filed on August 24, 1929 a second 

application, Serial No. 388,267 and in September, 1929 took 
steps to have it placed in interference with the said appli¬ 
cations of Jaeger and Cannon, and Foster. That this ap¬ 
plication was on December 9, 1929 added to an interference, 
No. 57,990, which had been declared between an applica¬ 
tion of Alphons Jaeger, No. 278,648, filed May 1£, 1928, 
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which was filed in lien of the Jaeger and Cannon applica¬ 
tion, and the application of Foster, Xo. 82,857. 

7. That during the proceeding in said Interference Xo. 
57,990 Bowers was held estopped to make claims corre¬ 
sponding to present claims 8 and 9 because he had not 
brought forward those claims for interference with the 
parties Jaeger and Cannon, and Foster, during the prog¬ 
ress of Interference Xo. 56,609. 

8. That in Interference Xo. 57,990 it was held that the 
said claims 8 and 9 were not patentable in Bowers’ second 
application in view of his patent Xo. 1,728,225, which had 
issued on his original application, the holding being based 
on the ground of double patenting. That Bowers then filed 
his application X~o. 451,126 for the reissue of patent Xo. 
1,728,225 and transferred to it (from the second applica¬ 
tion) the said claims 8 and 9. 

9. That in Interference Xo. 57,990 neither Jaeger nor 
Foster alleged a date of invention in their preliminary 
statements i or elsewhere, with reference to claims corre¬ 
sponding to said claims 8 and 9 as early as the filing date 
of Bowers’ original application Xo. 597,417. The corre¬ 
sponding claims of these parties were then rejected in view 
of the Bowers patent Xo. 1,728,225 issued on said applica¬ 
tion. 

10. That, there being no appeal from the dissolution 
32 of Interference Xo. 57,990, Bowers notified the par¬ 
ties Jaeger and Foster in May, 1931 of his intention 
to continue his endeavor to secure claims corresponding to 
the said claims 8 and 9. That thereafter on April 10, 1934, 
Jaeger allowed his application Xo. 278,648, and on August 
4, 1931, Foster allowed his application Xo. 82,857 to issue 
as patents, neither of which contains claims corresponding 
to said claims 8 and 9. 


11. That in Interference Xo. 56,609 Bowers was the senior 
party, that neither of the parties Jaeger and Cannon nor 
Foster alleged a date of invention in their preliminary 
statements or elsewhere, with reference to claims corre¬ 
sponding to said claims 8 and 9 as early as the filing date 
of Bowers’ original application Xo. 597,417, that Bowers 
was therefore, the prior inventor of the counts in issue and 
that the said parties Jaeger and Cannon, and Foster were 
placed under order to show cause why judgment should not 
be rendered against them on the record. 
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12. That in Interference No. 56,608 neither of th^ parties 
Jaeger and Cannon nor Foster alleged a date of invention 
in their preliminary statements or elsewhere, with refer¬ 
ence to claims corresponding to said claims S and 9jas early 
as the filing date of Bowers’ original application No. 
597,417. " ^ 

Conclusions of Law. 

1. That Bowers is estopped to make said claims 8 and 9 
because lie did not bring forward those claims during the 
progress of the original Interference No. 56,609, for inter¬ 
ference with the other parties thereto. 

2. That plaintiff is not ent itled to the allowance qf claims 
S and 9 in the application of Paul C. Bowers, involved in 

this suit. 

33 3. That the Bill of Complaint should be dismjssed. 

ALFRED A. WHE^T, 
Chief Justice. j 

Final Decree. 

Filed January 24, 1936. 




* 


* 


* 


* 


* 


This cause having come on to be heard and having been 
tried in open court and argued by counsel for the respective 
parties upon the pleadings and proofs adduced ajnd sub¬ 
mitted to the Court, 

It is ADJUDGED, ORDERED and DECREED this 24th 
day of January, 1936, that the Bill of Complaint in this case 
be, and the same hereby is dismissed with costs against the 
plaintiff. 

ALFRED A. WHE^T, 
Chief Justice. 

Approved as to Form: 


CHESTER II. BIESTERFELD, 

A11orney for Plaintiff. \ 

From the foregoing decree the plaintiff, E. I. Du Pont 
de Nemours and Company, in open court on the date named 
above, notes an appeal to the United States Court! of Ap¬ 
peals for the District of Columbia, and the Court fixes the 
cost bond on said appeal in the sum of $100, orj in lieu 
thereof the sum of $50 in cash to be deposited vjrith the 
Clerk of this Court. 

ALFRED A. WHE^T, 
Chief Justice. 
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34 


Stipulation. 

Filed January 24, 1936. 




* 


It is hereby stipulated between the parties in this case 
that the following- were duly offered in evidence at the trial 
of the case iand that all or anv part thereof mav be used 
as part of the transcript of record: 

Plaintiff’s Exhibit 1. A chronological chart showing the 
relation of ( United States patent applications 597,417 of 
10/27/22; 82,857 of 1 21/26; 166,807 of 2/8/27; 278,648 of 
5/18/28; 388,267 of 8 24/29; 451,126 of 5/9/30; and Inter¬ 
ferences 56,609; 56,608 and 57,990. 

Plaintiff’s Exhibit 2. A certified copy of the file wrap¬ 
per and contents of United States patent application 451,126 
filed 5/9/30. 

Plaintiff’s Exhibit 3. A certified copy of the petition, 
specification and oath as originally filed in the application 
which matured into United States patent 1,916,657 of 
7/4/33. 

Plaintiff’s Exhibit 4. Soft copies of United States pat¬ 
ents 1,702,871; 1,728,225; 1,817,304; 1,897,110; 1,916,657 
and 1,953,937. 

Plaintiff’s Exhibit 5. A certified copy of the file wrap¬ 
per and contents of United States patent 1,728,225 of 
9/17/29. 

Plaintiff’s Exhibit 6. A certified copy of the file wrap¬ 
per and contents of United States patent 1,897,110 of 
2/14/33. 

Plaintiff’si Exhibit 7. A certified copy of the file wrapper 
and contents of Interference Xo. 56,608. 

Plaintiff’s Exhibit 8. A certified copy of the file wrapper 
and contents of Interference Xo. 56,609. 

Plaintiff’s Exhibit 9. A certified copy of the file wrapper 
and contents of Interference Xo. 57,990. 

35 Defendant’s Exhibit 1. Photostat copies of the fol¬ 
lowing papers: 

A. Examiner’s statement in Ser. Xo. 451,126. 

B. Decision of Board of Appeals in Serial Xo. 451,126. 

C. Decision of the Law Examiner on “Motion to Sub¬ 
stitute” in Interference Xo. 57,990. 
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D. Decision of Examiner of Interferences c|>n “Re¬ 
hearing” of “Motion to Substitute” in Interfer¬ 
ence Xo. 57,990. 

E. Decision of the Board of Appeals on apcal from 

the Examiner of Interferences in Interference No. 
57,990. j 

E. I. du PONT de NEMOURS & COMPANY, 
By C. H. BIESTERFELI). 

CONWAY P. COE, 

Bv R. F. WHITEHEAD. 


Memorandum. 

January 27, 193G. 

$50 Deposit in lieu of bond on apeal. 

Assignment of Errors. 
Filed January 31, 1936. 


* 


* 


* 


* 


* 


* 


assign- 


Xow comes the plaintiff in the above entitled Ci3.se, and 
having- duly noted its appeal in open Court and on the final 
decree, hereby respectfully submits the following 
merit of errors: 

1. The Court erred in holding that “the facts disclosed 
by the record constitute estoppel”. 

2. The Court erred in holding that the plaintiff is 
not entitled to the allowance of claims 8 and 9 in the 
application of Paul C. Bowers involved in this suit. 

3. The Court erred in holding that the Bill of Cofnplaint 
should be dismissed. 

Respectfully submitted, j 

CHESTER H. BIESTERFEljj), 

Counsel. 


36 


Stipulation. 

Filed February 7, 1936. 


# 


# 


* 




* 


The parties hereto, by their respective attorneys, [hereby 
stipulate and agree: 
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I. 

The Conover application Ser. Xo. 151,606, filed Novem¬ 
ber 29, 1926 and involved in Interference No. 56,609, did not 
disclose or utilize the expressions “catalytic phthalic anhy¬ 
dride” and “air oxidation phthalic anhydride” occurring 
in claims 8 and 9 respectively, of the Bowers application in¬ 
volved in this suit. 

For this reason the claims whose allowance is sought bv 
the Plaintiff in this suit, could not have been contested in 
Interference Xo. 56,609. 

II. 

The Bowers application Ser. Xo. 594,417, tiled October 
27, 1922 and involved in Interference Xo. 56,609, did not 
contain the expression “sulfuric acid” occurring in Count 
3 of Interference Xo. 56,608. 

For this reason the Bowers application Ser. Xo. 594,417 
could not have been added to Interference Xo. 56,608. 
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III. 


That this stipulation shall be included in the Tran¬ 
script of Record for appeal. 

E. I. Du PONT de NEMOURS AND COMPANY, 

Bv CHESTER II. BIESTERFELI), 

» * 

Counsel. 

COXWAY P. COE, 

By R. F. WHITEHEAD, 

Counsel. 


Designation of Record. 
Filed January 31, 1936. 


The parties hereto, by their respective attorneys, 
stipulate and agree that the transcript of record 
peal in this case shall include the following: 

1. Bill of Complaint. 

2. Defendant’s Answer. 

3. Decree of the Court. 

4. Findings of fact and Conclusions of Law. 

5. Defendant’s Exhibit 1. 


lierebv 
for ap- 


COXWAY P. COE, COMMISSIONER OF PATENTS. 
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6. Assignment of Errors. 

7. Stipulation concerning Exhibits. 

8. Stipulation filed February 7, 1936. j 

9. This designation of record. 

E. I. Du PONT de NEMOURS AX'p CO., 
By CHESTER II. BIESTEREELD, 
Counsel. 

CONWAY P. COE, | 

By R. F. WHITEHEAD, ] 

Counsel. 

i 

38 Supreme Court of the District of Columbia. | 

United States of America, j 

District of Columbia , ss: 

I, Frank E. Cunningham, Clerk of the Supreme Cburt of 
the District of Columbia, hereby certify the foregoing pages 
numbered from 1 to 37, both inclusive, to be a true aijd cor¬ 
rect transcript of the record, according to directions of 
counsel herein filed, copy of which is made part cjf this 
transcript, in cause No. 56319 in Equity, wherein E. !l. Du¬ 
Pont de Nemours and Company is Plaintiff and Conway P. 
Coe, Commissioner of Patents is Defendant, as the| same 
remains upon the files and of record in said Court. 

In Testimony Whereof, 1 hereunto subscribe my | name 
and affix the seal of said Court, at the City of Washington, 
in said District, this 2nd day of April, 1936. j 

FRANK E. CUNNINGHA^, 

Clerk. 


[seal] 


By CHAS. D. COFFIN, 

Assistant Clerk. 


i 
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IN THE 


Court of appeals of tfje ©Strict of 

Columbia 

April Term, 1936. 


No. 6676. 


E. I. du Pont de Nemours and Company, j 

Appellant, 

v. j 

Conway P. Coe, Commissioner of Patents,! 

Appellee . 


BRIEF FOR APPELLANT. 


STATEMENT OF THE CASE. 

This is an appeal from the decree of the Supreme 
Court of the District of Columbia, entered Januarkr 24, 
1936 (R. p. 27), dismissing appellant’s Bill to Cojmpel 
Issuance of a Patent. 

In a decision dated May 4,1933 (R. p. 10), the B'pard 
of Appeals of the Patent Office sustained the iflnal 
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Rejection of Claims 8 and 9 (R. p. 3) of the Bowers 
patent application Serial No. 451,126 (owned by ap¬ 
pellant) and the Patent Office thereby refused to grant 
appellant a patent containing said claims. 

On October 18, 1933, appellant filed the aforemen¬ 
tioned Bill to Compel Issuance of a Patent (R. pp. 1, 2). 

The only question presented for determination here 
is as follows: ‘‘Was it a prerequisite to the allowance 
of said claims 8 and 9 to appellant, that appellant first 
request the Patent Office, under Rule 109, to set up an 
interference on the said claims as an issue, between the 
Bowers application Serial No. 597,417, the Foster ap¬ 
plication Serial No. 82,857, and the Jaeger and Cannon 
application Serial No. 166,807?” (See Stipulation of 
February ,7, 1936, R. pp. 29, 30' whereby the case is 
limited to this question.) 

The lower Court, accepting the view of the Patent 
Office, took the position that when the Patent Office 
failed to set up an interference involving the said ap¬ 
plications No. 597,417 (Bowers Case 1), No. 82,857, 
and No. 166,807 and having the said claims 8 and 9 as 
counts, it was incumbent upon appellant to request the 
Patent Office to set up such an interference. Appel¬ 
lant contends that no such burden ever existed, that 
such a request would have been improper, and that 
such a request could not have been properly granted if 
it had been made. 

, ERRORS RELIED UPON. 

The lower Court erred in dismissing appellant’s Bill 
to Compel the Commissioner of Patents to allow claims 
8 and 9 of its application Serial No. 451,126, and in 
not adjudging appellant entitled to a patent contain¬ 
ing the said claims 8 and 9. It is also erred in holding 


that “the facts disclosed by the record constitute es- 
toppeP \ 

THE FACTS. 

The facts of the case are not in controversy! being 
only those of the Patent Office Record. 

The invention, which appellant seeks to patept and 
which is a method for purifying air oxidation pjhthalic 
anhydride, was made by a chemist named P^ul C. 
Bowers (assignor to appellant). 

On October 27,1922, an application (Bowers Cjase 1) 
Serial Xo. 597,417 was filed by the said Bowers j(R. p. 
25). Over three years later, on January 21, 19^6, one 
Foster filed an application Serial Xo. 82,857 (1 r. pp. 

• 25, 18). Over a year after this, namely, on February 
8, 1927, an application was filed by the joint [appli¬ 
cants Jaeger and Cannon (R. p. 25). 

Something over a year after the Jaeger and Cpnnon 
filing, the Patent Office set up two interferences, jname- 
ly, No. 56,608 (R. pp. 25,19) and Xo. 56,609’ (R. jbp. 25, 
19), both declared on March 27,1928. j 

Interference Xo. 56,608 involved only the parties 

Foster and Jaeger et al. (R. pp. 25, 27). Tlier^ were 

nine counts contested. Two of these counts (inimely, 

numbers 5 and 7, which are the claims 8 and 9 |vhose 

allowance is sought by this appeal) were patentable to 

appellant in application Xo. 597,417 (Bowers Cajse 1). 

This was overlooked bv the Patent Office or it would 

have, at the time of the declaration of the interference, 

. i 

made these claims the basis of a third interference (be¬ 
tween the said applications Xo. 597,417—Bowers Case 
1—, Xo. 82,857, and Xo. 166,807). When appellant 
sought (later) to patent these claims, the Patent [Office 
held that it was estopped because a motion to siet up 
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such an interference was not brought in Interference 
No. 56,609 (R. pp. 26,18). 

In Interference No. 56,609 there were the aforemen¬ 
tioned Foster and Jaeger et al. applications, together 
with appellant’s Bowers Case 1 (597,417) and a Con¬ 
over application (R. p. 25). This interference had but 
one count and it was thought to be obviously unpatent¬ 
able. Consequently, both appellant and the party Fos¬ 
ter acted to have the Patent Office reject the claim. 
This action was taken by the Patent Office and, no sub¬ 
stitute claims having been proposed, the interference 
stood dissolved (R. p. 25). 

Thereafter, on August 24, 1929, appellant tiled 
another application Serial No. 388,267 (Bowers Case 
2) and entered the said claims 8 and 9 therein (R. p. 
25). 

Bowers Case 1 (597,417) then matured into U. S. 
Patent 1,728,225 on September 17,1929 (R. p. 25). After 
the issuance of the patent the Patent Office held that the 
said claims 8 and 9 could not be allowed in Bowers 
Case 2 (38S,267) because such action would result in 
double patenting over Bowers Case 1 (R. p. 13). To 
avoid this rejection appellant applied for a reissue of 
Bowers Case 1 (U. S. P. 1,728,225, Application 597,- 
417), the reissue application being filed on May 9, 1930, 
and receiving Serial No. 451,126 (R. p. 26). Since the 
reissue application contained the said claims S and 9 
they were cancelled from Bowers Case 2 (388,267). It 
is this reissue application (451,126) which is before 
this Court and upon which appellant seeks to secure a 
patent containing the said claims 8 and 9. 

Appellant obtained information from outside sources 
that the Patent Office had not refused the said claims 
8 and 9 to the parties Foster and Jaeger after the ter- 
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i 

mination of Interference No. 56,609. These clairhs were 

7 l 

then inserted in the Bowers Case 2 (388,267) and a re¬ 
quest made that the case be put in interference with 
Foster and Jaeger. The Patent Office informed appel¬ 
lant that Interference No. 56,608 had been superseded 
by Interference No. 57,990 and added the Bowers Case 
2 to that interference (R. p. 25). In that interference 
(57,990) it was held that the said claims 8 and 9 could 
not be allowed to either Foster or Jaeger because they 
did not allege in their preliminary statements thlat they 
had invented the subject matter of the claims a^ early 
as Bowers’ filing date (R. p. 26). 


POINTS OF LAW. 

Point 1. 

i 

There Was no Burden Upon Appellant, in Interfer¬ 
ence No. 56,609, to Request the Patent Office to Set Up 
an Interference Involving Applications No. 597,417 
(Bowers Case 1), No. 82,857 (Foster) and No. 166,807 
(Jaeger and Cannon) with Said Claims 8 and as an 
Issue Because the Parties Foster and Jaeger! et al. 
Were Under Order to Show Cause Why Juqgment 
Should Not be Rendered Against Them on the Record. 

An interference is a statutory proceeding prising 
solely under the authority of 35 U. S. C. 52 (R. 8j. 4904, 
amended March 2, 1927, 44 Stat. L. 1335) and j is for 
the sole purpose of determining the priority of j:he in¬ 
ventive act among rival claimants to the invention. 
Where one claimant to an invention has filed latdr than 
another and does not allege in his sworn statement that 
he made the invention as early as the filing date of the 
first party to file, he is placed under “Order to Show 
Cause” why judgment should not be rendered atainst 
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him because there is no question of priority to decide 
on his own admission. If he fails to show proper 
cause, the first applicant to file his application is ad¬ 
judged to be the prior inventor in accordance with the 
Rules of Practice, particularly the first paragraph of 
Rule 116 and Rule 114 as follows : 

“116. The parties to an interference will be pre¬ 
sumed to have made the invention in the chrono¬ 
logical order in which they filed their completed 
applications for patents clearly disclosing the in¬ 
vention; and the burden of proof will rest upon 
the party who shall seek to establish a different 
state of facts.” 

“114. If the junior party to an interference, or 
if any party thereto other than the senior party, 
fail to file a statement, or if his statement fail to 
overcome the prima facie case made by the re¬ 
spective dates of application, such party shall be 

notified bv the examiner of interferences that 
* 

judgment upon the record will be rendered against 
him af the expiration of a time fixed by the exam¬ 
iner of interferences, not less than thirty days, un¬ 
less cause be shown whv such action should not be 

• 

taken. Within this period any of the motions per¬ 
mitted by the rules may be brought, except a mo¬ 
tion by such junior party denying the patentability 
of any claim constituting a count of tlie interfer- 
ence: Provided, however, That where a patent is 
not involved such junior party may file a state¬ 
ment as to his reasons for considering such claim 
or claims unpatentable, which statement shall be 
given due consideration by the primary examiner 
after the termination of the interference before 
passing the application of the successful party to 
issue. Motions brought after judgment on the rec¬ 
ord has been rendered will not be entertained un¬ 
less sufficient reasons appear for the delay.” 
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It is obvious, therefore, that appellant was under no 
burden to request a new interference because the claims 
under discussion were its by operation of the latent 
Office Rules. j 

There have been several published decisions ojf Pat¬ 
ent Office tribunals in which interferences involving 
“orders to show cause’’ have been discussed! No 
published case has been found by appellant wherein it 
was held that the Senior Party was under obligation 
to copy claims from the application of a Junior party 
who was under “Order to Show Cause” while tjiie in¬ 
terference was in progress. Patent Office decisions on 
the point include: 

Crone v. White , 181 O. G. 1074, 1912 C. iL 242. 

Ex parte Johnston, 20 U. S. P. Q. 284. 

Myers v. Denke, 441 0. G. 3, 1934 C. D. 1. 

Ex parte Thomas, 21 U. S. P. Q. 451. 

! 

A petition to the Commissioner of Patents on a sim¬ 
ilar question by another applicant was decided con¬ 
tra rv to the holding in this case less than two nibnths 
after the filing of the Answer in the Lower Cour; (Ex 
parte Johnston). 

The Supreme Court of the District of Columbia has 
in published decisions decided the question the same 
way as the Patent Office did in the above decisions. 
These decisions are: 

Walker v. Coe, Commissioner, 1 S. D. C. (N. S.) 

122, Equity No. 54,858 (May 25, 1934). j 

Kreager v. Coe, Commissioner, 1 S. D. C. (N. S.) 

44, Equity No. 52,837 (July 2, 1934). 

j 

So far as appellant is aware the Court of Appeals of 
the District of Columbia has only three publishedjdeci- 
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sions on the estoppel question involved in this appeal. 
These decisions are: 

In re Capen, 43 App. D. C. 342, 214 0. G. 6S5, 
1915 C. D. 115. 

In re Martin , 48 App. D. C. 187, 257 0. G. 408, 
1918 C. D. 213. 

In re Doble, 57 App. D. C. 10, 16 F. (2) 350, 356 
0. G. 4, 1927 C. D. 101. 

In re Capen involved an applicant’s right to make 
the counts and it does not appear that any one was 
placed under order to show cause. In any event, it ap¬ 
pears to have been overruled by In re Martin. 

In the Martin case, his preliminary statement failed 
to overcome the filing date of the Lattig and Goodrum 
joint application but judgment was not rendered 
against liirq, as he obtained permission to submit evi¬ 
dence to prove the inoperativeness of the Lattig and 
Goodrum device. Judgment was rendered in favor of 
Dyson, another party. After the termination of the 
interference, Martin copied claims of a Goodrum pat¬ 
ent and it was urged against him that he was estopped 
under Rule 109 because he had not presented such 
claims at the earliest opportunity during the first in¬ 
terference. The Court of Appeals said there was no 
estoppel by judgment, or res adjudicata, against him, 
because there had been no judgment of priority in the 
Dyson interference in favor of Goodrum against Mar¬ 
tin. As to the estoppel, the Court said that there was 
no showing of injury and, accordingly, reversed the 
case. 

In the Doble case, Doble was a Junior Party. Scott, 
the Senior Party, lost certain claims because he could 
not make them, and thereupon he issued his patent. 
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Nine months thereafter, Doble presented new diaims, 
and it was held that he was estopped. 

In the Court of Patent and Customs Appealsj there 
are a number of cases on the question of estoppel. In 
re Shinier, 69 Fed. (2) 556, appears to be a case ^here 
none of the parties were under order to show | cause 
why the cases should not be rejected on account of 
their evident lack of priority. Furthermore, Shimer 
was not the first inventor, but rather one McClatchie. 
The Court referred to the case of In re Martin, saying, 
in fact, that it did not appear to be in accordance with 
other decisions, but nevertheless the Court of Patent 
and Customs Appeals did not enforce the provisions of 
Rule 109 in the case of In re Chase, 71 F. (2) 178, 
where they excused a failure to make claims [under 
Rule 109 because the interference in which the parties 
were involved could not have been amended to admit 
the new issues but a second interference would have 
had to be declared. Following the Sliimer case, the 
same Court had the Brashares case, 74 F. (2) 751, 
where the specific question of two applications qwned 
by a common assignee, was involved, and a question 
similar to Brashares was decided in In re Austin, 40 
F. (2) 756. In the Alexanderson case, 69 F. (2^ 541, 
Alexanderson was the Senior Party but Slepian, the 
Junior Party, was not under order to show cause h 

In the foregoing cases we do not find that there has 
been a holding of estoppel against the Senior Party 
where the Junior Party was under order to show cause 
why judgment should not be rendered against 1pm in 
view of the Senior Party’s filing date. We can well see 
that where issues of priority appear and remain open 
questions until adjudicated, there will in most cases be 
strict grounds for enforcing Rule 109, but we maintain 
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that where, upon the declaration of the interference it 
at once appears that there is no further contest against 
the Senior Party, there could be no estoppel nor injury 
to the Junior Party bv granting a further claim to the 
Senior Party. Thus, appellant’s situation appears to 
come directly within the holding of In re Martin. 

Point 2. 

It Would Have Been Improper For Appellant, in 
Interference Xo. 56,609, to Request the Patent Office 
to Set Up An Interference Involving Applications Xo. 
597,417 (Bowers Case 1), Xo. 82,S57 (Foster), and Xo. 
166,807 (Jaeger and Cannon) with Said Claims 8 and 
9 as an Issue Because the Parties Foster and Jaeger, 
et al., Were Under Order to Show Cause Why Judg¬ 
ment Should Xot be Rendered Against Them and Tliev 
Made no Motion to Amend the Issue. 

The parties Foster and Jaeger et al. were under or¬ 
der to show qause why judgment should not be rendered 
against thepi in Interference Xo. 56,609 because they 
stated under oath (in their preliminary statement) 
that thev had not made the invention of the claim in 
issue as early as the filing date of the Bowers Case 1 
application (597,417). It would have been improper 
for appellant to endeavor (by moving to add claims to 
the issue) to put the Patent Office to the trouble and 
expense of determining a motion which was unneces¬ 
sary to a decision on priority. 

Under Patent Office Rule 116 (quoted Brief p. 6) 
the parties are presumed to have invented everything 
disclosed by them in the order in which they filed their 
applications 4 The burden is upon the person filing last 
to show any other state of facts. In the case at bar 
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the parties Foster and Jaeger et al. made no effort to 
show that Bowers (appellant’s assignor) was not the 
first inventor of the subject matter of the said claims 
8 and 9. Therefore, under the operation of Rule 116, 
the fact that Bowers was the first inventor ofj these 
claims was confirmed and made of record. Aijy mo¬ 
tion by appellant to add the said claims 8 and 9| to the 
issue could only have set up a moot question. It jwould 
not have been proper to set in operation machinery 
which could have no other result than the confirmation 
of a fact alreadv decided on the record. 


Point 3. 

If Appellant, in Interference No. 56,609, Hajd Re¬ 
quested the Patent Office to Set Up an Interference In¬ 
volving Applications No. 597,417 (Bowers Case 1), No. 
8*2,857 (Foster) and No. 166,807 (Jaeger and Cannon) 
With Said Claims 8 and 9 as an Issue, the PateJit Of¬ 
fice Could Not Have Properly Complied With tlje Re¬ 
quest Because the Parties Foster and Jaeger et al|. Had 
Not Alleged a Date of Conception for These Claijms as 
Early as Bowers’ Filing Date. j 

The Bowers Case 1 was filed on October 27, j 1922. 
Jaeger and Cannon alleged (in their preliminary state¬ 
ment in Interference 56,608) that they conceive^ the 
invention of the aforementioned claims 8 and 9 on Oc¬ 
tober 1, 1926. This was almost four years after ^pP e ^ _ 
lant had filed its case in the Patent Office. Foster al¬ 
leged that he conceived the aforesaid claim 8 onj May 
1, 1925 (nearly three years after Bowers Case 1 was 
filed) and the aforesaid claim 9 in December,j 1923 
(over a year after Bowers Case 1 was filed). 

If appellant had requested the Patent Office to set up 
a new interference on the said claims 8 and 9, the! Pat- 
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ent Office could not have done so because the parties 
Foster, and Jaeger et ah, had already stated (under 
oath) to the Patent Office that they had not made the 
invention of these specific claims as early as Bowers. 
There was, accordingly, no conflict as to priority. The 
existence of a priority conflict or question is the only 
reason for setting up an interference. 

Point 4. 

If Appellant, in Interference No. 56,609, Had Re¬ 
quested the Patent Office to Set Up an Interference In¬ 
volving Applications No. 597,417 (Bowers Case 1), No. 
82,857 (Foster) and No. 166,807 (Jaeger and Cannon) 
With Said Claims 8 and 9 as an Issue and the Patent 
Office Had Set Up Such an Interference at That Time, 
Nothing Could Have Been Accomplished That Was 
Not Accomplished. 

After appellant filed its second case Ser. No. 388,267 
(Bowers Case 2) and had learned that Foster and 
Jaeger were still contesting the said claims 8 and 9, it 
requested the Patent Office to add its Bowers Case 2 to 
the contest. This the Patent Office did. After the 
Bowers Case 2 was added to the then prevailing inter¬ 
ference (No. 57,990, the continuation of Interference 
No. 56,608), the Patent Office rejected the said claims 
8 and 9 to both Foster and Jaeger because they did not 
claim to have made the invention as early as the filing 
date of Bowers (of Bowers Case 1). 

This result could not have been different if Foster 
and Jaeger had had an interference on the said claims 
8 and 9 with Bowers earlier. 
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Point 5. 

I 

In Contesting* This Case the Patent Office is Asking 
This Court to Render a Decision Which is Contrary 
to the Present Patent Office Rules of Practice. 

Prior to August 21,1934, Patent Office Rule 116 con¬ 
sisted of the one paragraph quoted above (Brief! p. 6). 
On that date the rule was amended by adding a second 
paragraph, as follows: 

i 

“The termination of the interference hf dis¬ 
solution under Rule 122 without an award of'prior¬ 
ity shall not disturb this presumption, and a I party 
enjoying the status of a senior party with rgspect 
to any subject-matter of his application shall not 
be deprived of any claim to such subject-rjiatter 
solely on the ground that such claim was not £dded 
to the interference bv amendment under! Rule 
109." 


i 

The Patent Office concedes that if Interference 56,609 
had been declared after August 21,1934, the said claims 
8 and 9 would be allowed to appellant under Rule 116 
without question. Since the amendment to thel rule 
conferred no new rights upon any one, it is not!clear 
why there was anything critical in the particular date. 
The amendment to the rule merely says that dissolu¬ 
tion of an interference under Rule 122 shall not dis¬ 
turb the presumptions announced in the rule. OiJl this 
feature the amendment to the rule seems unnecessary 
because dissolution of an interference never diq. dis¬ 
turb the presumption. The remainder of the arbend- 
ment simply states that a Senior Party will not bA pre¬ 
vented from claiming anything disclosed in his Appli¬ 
cation solely on the ground that claims to such subject 
matter were not added to the interference under Rule 
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109. Where the Junior Party or Parties were “under 
order to show cause” (as in this case) the Senior Party 
never was refused claims to any of his disclosed sub¬ 
ject matter, as is clear from the decisions cited above. 
Consequently, at least so far as the present appellant 
is concerned, the amendment to the rule has not al¬ 
tered the law applicable. 

Point 6. 

Appellant is Xot Estopped to Patent Said Claims 8 
and 9 Because It Did Xot Present Them Inter Parties 
During Interference Xo. 56,609. 

Appellant understands that estoppel can only arise 
from a specific set of facts and that estoppel involves 
five necessary elements, as follows: 

“(I) words or conduct by one party against 
whom the estoppel is alleged, 

(II) knowledge of the untruthfulness of the 
representations, 

(III) the party relying on the estoppel must 
show he was ignorant of the true facts, 

(IV) the party estopped must intend or reason¬ 
ably anticipate that his conduct will be acted upon, 
and 

(V) the representation or conduct must have 
been acted on promptly and to the prejudice or in¬ 
jury of the party who asserts the estoppel (Fetter 
on Equity, pp. 47-49).” 

In the present case it has not been shown that any 
one of these elements is present. The parties Foster 
and Jaeger et al. did not rely on any representation by 
appellant, they were not ignorant of the fact that the 
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claims were patentable to appellant, appellant did not 
anticipate or intend that its conduct would leid them 
to take any action detrimental to themselves, and they 
did not act on a representation by appellant to their 
injury. j 

Appellant understands that injury cannot I be as¬ 
sumed. The parties Foster and Jaeger took [no tes¬ 
timony and submitted no evidence. Obviously, then, 
injury has not been shown. In the decision j by the 
Board of Appeals on Interference No. 57,990 (R. p. 
18) it was hinted (R. p. 23) that the preliminary state¬ 
ments of these parties (who were under order to show 
cause why judgment should not be rendered ^gainst 
them) constituted a sufficient showing of injury to sus¬ 
tain a holding of estoppel. The preliminary state¬ 
ments were filed before the start of Interference No. 
56,609 (as they are in all interferences). Hokv then 
could some commitment which occurred before t|ie time 
appellant is alleged to have been remiss, showj injury 
after the alleged critical time? The preliminary state¬ 
ments in Interference No. 57,990 are worded siibstan- 
tially like the ones mentioned above. This sho^vs that 
there was no injury and no change in the status of the 
parties Foster and Jaeger. They did not rely pn any 
act or omission to act by appellant. 

Even if the preliminary statements did show injury, 
it would be improper to use them for this purppse be¬ 
cause of Patent Office Rule 117, as follows: 

“117. The preliminary statement can in no case 
be used as evidence in behalf of the partv making 
it.” 

■ i 

Finally, Bowers acted promptly when apprised of 
the situation: Interference 56,608 was dissolved [March 
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5, 1929; Bowers asked on September 14, 1929, to have 
claims 8 and 9 inserted in Interference 56,608 just as 
soon as he learned that these claims were still being 
contested between Foster and Jaeger et al.; and in 
May 1931 Bowers notified Foster and Jaeger et al. 
that he would continue the contest for these claims. 

Point 7. 

Since the Beginning of Interference No. 56,609 There 
Has Never Been a Time That the Partv Foster or the 
Partv Jaeger Could Assume That the Said Claims 8 

v C_7 

and 9 Would Not Be Patented bv Some One Else, Con- 
sequentlv There Has Been no Action upon which These 
Parties Could Rely for Freedom from Domination by 
These Claims. 

Foster’s Patent was issued on August 4, 1931, under 
No. 1,817,304. Jaeger’s Patent issued April 10, 1934, 
under No. 1,953,937. In May 1931 (long before either 
of these patents issued) appellant served formal no¬ 
tice (R. p. 11) on both of these parties that its effort 
to secure the said claims 8 and 9 would be continued. 
This effort has resulted in the present appeal. There 
has been r\o hiatus. As will be obvious, then, the 
other parties did not take out their patents assuming 
that these claims would not be granted to appellant. 
They knew when they allowed their patents to issue 
that these claims were barred to them and that appel¬ 
lant might later obtain these claims. 

From the time that Interference No. 56,609 was de¬ 
clared until .May 1931 the said claims 8 and 9 were con- 
tinuouslv in controversv. In Interference No. 56,608 
Foster (application S2,857) fought Jaeger et al. (ap¬ 
plication 166,807) for the said claims 8 and 9 until 
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March 5, 1929. On that day the conflict wasl trans¬ 
ferred to Interference No. 57,990 where it continued 
until December 9, 1929, at which time appellant *s Bow¬ 
ers Case 2 (388,267) was added to the contest, j From 
then until May 1931, when appellant served tliej afore¬ 
mentioned notice upon the parties who were| under 
“Order to Show Cause”, the contest was threq-sided. 
The Patent Office is, therefore, in error when it says 
either (1) that Foster and Jaeger did rely on appel¬ 
lant’s action in not requesting the Patent Office to set 
up an interference on said claims S and 9 during Inter¬ 
ference 56,609 or (2) that they could assume that they 
would be free to practice the invention of the said 
claims 8 and 9 without danger of later domination. 
Neither of these situations ever existed. From jMarch 

27, 1928, until the termination of Interference No. 

7 • • i 

57,990 after May 1931 (disregarding knowledge of ap¬ 
pellant’s dominating position in the field) Foster could 
not have assumed he would be free to practice the in¬ 
vention of the said claims 8 and 9 because they j might 
have been awarded to Jaeger. In like manner jaeger 
could not have made a similar assumption because die 
said claims might have been awarded to Fostei). 


CONCLUSION. 

1. Where the estoppel is urged against the Senior 
Partv, and the Junior Party is under order td show 
cause under Rule 114, there appears to be no genuine 
estoppel, and the doctrine of In re Martin should gov¬ 
ern the case. Under these circumstances, if one jof the 
junior parties alleges injury it must be proved, as held 
in In re Martin. 

2. The fact that injury to a Junior Party is Impos¬ 
sible in this special case, is, we believe, the Reason 


18 


why Rule 116 was amended to abolish the application 
of Rule 109 against a Senior Party. 

3. New Rule 116 was preceded by Patent Office de¬ 
cisions holding the same way (supra). The general 
equity requires such a holding and rule. 

4. AVe find no decision which denies this rule under 
the special situation herein presented. 


For the foregoing reasons it is respectfully submit¬ 
ted that the decision of the lower Court should be re¬ 
versed and the appellant should be adjudged entitled 
to a patent containing the said claims S and 9. 

Respectfully submitted, 

Chester H. Biesterfeld, 
Attorney for Appellant. 
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APPENDIX. 

! 

EXHIBIT 1. j 

[Court of Appeals for the District of Columbia.] 

IN RE MARTIN. | 

Decided December 2, 1918. j 

257 0. G., 408; 48 App. D. C., 187. | 

Interference—Estoppel. ! 

Where in an interference involving the applica¬ 
tions of M., L. and G., G., and D. judgment was ren¬ 
dered in favor of D. and thereafter a patent'issued 
to G. covering subject-matter not shown or claimed 
in the application of D. or the application | of M. 
and after the issuance of this patent M. Copied 
certain of these claims in an application other than 
the one involved in the interference, Held t|iat he 
could not be refused these claims on the ground of 
estoppel. j 

Mr. Charles C. Bulkley for the appellant. j 

Mr. T. A. Hostetler for the Commissioner of Patents. 
McCoy, J.: 

7 i 

The invention involved relates to the art of | auto¬ 

matic telephony. 

Taking the statement of counsel for the Copimis- 
sioner of Patents, the case before the court for decision 
is as follows: 

This is an appeal from the decision of the Cobnnis- 
sioner of Patents (rec., p. 268) affirming the rejection 
of 105 claims in appellant’s application, twenty-one of 
which were copied from a patent to Good rum, No. 
1,156,475. The rejection is based on the ground of es¬ 
toppel in view of a terminated interference in which 
an earlier application of the appellant Martin wis in¬ 
volved. 

Interference No. 27,232 involved an application of 
Goodrum, which eventuated into Patent No. l,15(p,475, 
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an application of Martin, other than the one here ap¬ 
pealed, an application of Dyson, and a joint application 
of Lattig and Goodrum, the latter being substantially 
a duplicate of the sole application of Goodrum. Martin 
in his preliminary statement failed to overcome the til¬ 
ing date of the Lattig and Goodrum joint application, 
but judgment was not rendered against him as lie ob¬ 
tained permission to submit evidence seeking to prove 
that the Lattig and Goodrum device was inoperative. 
J udgment in the interference was rendered in favor of 
Dyson. 

After the termination of the Dvson interference the 
m * 

invention here in question was evidently considered 
to be the sole invention of Goodrum, as his application 
was amended, additional claims were inserted, and a 
patent issued, No. 1,156,475, October 12, 1915. 

Appellant has copied claims 1 to 21, inclusive, of this 
Goodrum patent and is seeking an interference with 
this patent. The Examiner held that the applicant 
(appellant) is estopped from making any of these 
claims on the ground that they should have been made 
by Martin during the interference by a motion under 
Rule 109 to include the present Martin application in 
the interference. The rejected claims are not sup¬ 
ported by the disclosure of the Martin application in¬ 
volved in the Dyson interference nor by Dyson’s dis¬ 
closure. 

The present application of Martin was filed subse¬ 
quent to the Martin application involved in the inter¬ 
ference, but long before that interference was declared. 
In the interference, therefore, Martin became aware of 
the fact that the applications of Goodrum, and Lattig 
and Goodrum, disclosed and claimed features which 
were not disclosed in the Martin application involved 
in the interference, but were disclosed in the present 
Martin application. Martin did not amend his present 
application to embrace claims for such common sub¬ 
ject-matter in order to contest an interference at that 
time. 
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The interference so far as Martin is concerned was 
terminated at the expiration of the limit of appeal from 
the decision of the Examiner of Interferences ih favor 
of Dvson, Martin taking no appeal. 

The claims of Martin’s application have b^en re¬ 
jected and he appeals. 

The Examiner based his decision upon the ground 
that Martin was estopped by laches to make the|claims 
of the present application because he failed t4 move 
under Rule 109 of the Patent Office to be alloived to 
amend and bring those claims into the Dvson idterfer- 
ence, but that if there were no estoppel by reason of 
laches he was estopped by the judgment of priority in 
that interference. The Board of Examiners-iij-Chief 
and the Commissioner placed their decision entirely 
on the ground of estoppel. 

There was no judgment of priority in the Dyson in¬ 
terference in favor of Goodrum against Martin; con¬ 
sequently, there can be no estoppel by judgment.! 

Assuming that Martin should have moved | under 
Rule 109 his failure to do so is not shown to hgve re¬ 
sulted in injury to any one; therefore, one of the ele¬ 
ments necessary to an estoppel is absent. 

The decision of the Commissioner of Patents is re¬ 
versed , and the clerk is directed to certify these pro¬ 
ceedings as by law required. 



EXHIBIT 2. 


DECISIONS OF THE COMMISSIONER OF 

PATENTS. 

Crone v. White. 

Decided June 7, 1912. 

181 O. G., 1074. 

Interference—Motion Under Rule 109— Transmis¬ 
sion of. 

Where the junior party, who is under an order 
to show cause why judgment should not be ren¬ 
dered against him for failure to overcome the 
senior party’s filing date, has made no response, 
Held that a motion to amend under Rule 109 by 
the senior party was properly refused transmis¬ 
sion by the Examiner of Interferences, but that 
where the decision refusing to transmit the mo¬ 
tion was rendered prior to the expiration of the 
junior party’s time to show cause the better prac¬ 
tice for the Examiner of Interferences to follow 
would have been to wait until the time for pre¬ 
senting motions had expired before rendering a 
decision refusing to transmit the motion. In that 
event, if a response to the order to show cause had 
been filed, it might have been expedient to trans¬ 
mit the motion in order that all questions relating 
to the issue might be reviewed by the Primary 
Examiner. 

Appeal on Motion. 

Brake for Railway-Cars. 

Mr. Chas. C. Gill for Crone. 

Mr. Fredk. R . Cornwall for White. 

Tennant, Assistant Commissioner: 

This is an appeal by White from a decision of the 

Examiner of Interferences refusing to transmit a mo- 



tion brought under Rule 109 that certain claiips of 
("rone’s application be included as counts of the fssue. 

The examiner of Interferences refused to transmit 
the motion, stating: 

The record shows that Crone, the junior party, is un¬ 
der an order to show cause why judgment should not 
be rendered against him because of his failure to over¬ 
come the senior party’s tiling date. Under thes^ cir¬ 
cumstances, no reason is seen why White should be 
permitted to amend under the provisions of Rule 109. 
If Crone makes no response to the order now stand¬ 
ing against him, or makes no sufficient response there¬ 
to, the judgment will enter in favor of the senior party 
as of course. This partv mav then make anv addi- 
tional claims which he thinks he is entitled to hafe al¬ 
lowed. 

Where a junior party fails to overcome the senior 
party’s filing date, it is believed that such junior party 
should have the right to amend under Rule 109 be¬ 
cause while he mav not be able to overcome the senior 

& 

party’s filing date as to the issue involved, he may be 
able to overcome such filing date upon some broader 
or different issue. But where the junior party makes 
no response to the order and judgment will enter as of 
course in favor of the senior party, it does not appear 
why either the Office or the parties should be put tj) the 
trouble and expense of determining a motion to aifiend 
brought by the senior party under the provisions of 
Rule 109. 

On February 23, 1912, the Examiner of Interfer¬ 
ences issued the order to show cause, above referred 
to, against the junior party, Crone, advising him |that 
judgment on the record would be rendered against! him 
unless cause should be shown within thirty days from 
the date thereof This period in which Crone was jper- 
mitted to show cause would not have expired imtil 
March 25, 1912. The motion of White to add certain 
counts to the issue under the provisions of Rulel 109 
was filed on March 11,1912. On March 21, 1912, which 
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is four days prior to the expiration of the time which 
Crone was given, the Examiner rendered a decision re¬ 
fusing to transmit the motion of White to amend under 
Rule 109 and suspended judgment pending appeal. It 
therefore follows that Crone had still three days re¬ 
maining in which he might have shown cause why 
judgment should not be rendered against him. 

The action of the Examiner of Interferences in this 
case is believed to be correct. If the junior party, who 
is under an order to show cause, believes that the 
claims of the issue are improper or that he is the first 
inventor qf subject-matter common to the cases of the 
interferants which is not set forth in the issue, it is 
his duty to present, within the time allowed in the 
order to show’ cause, suitable motions either under 
Rule 122 or 109. Under the decisions of the court of 
appeals in the cases of Blackford v. Wilder, (C. D., 
1907, 491; 127 0. G., 1255; 28 App. D. C., 535;) Horine 
v. Wende, (C. D., 1907, 615; 129 O. G., 2858; 29 App. 
D. C., 415;) Carroll v. Hailwood, (C. D., 1908, 444; 
135 O. G., 896; 31 App. D. C., 165;) Nelson v. Felsint /, 
(C. D., 1909, 358; 142 O. G., 289; 32 App. D. C., 420) 
when a decision in an interference becomes final all 
questions which might have been decided in that inter¬ 
ference becomes res adjudicata. 

In my opinion, how’ever, the better practice for the 
Examiner of Interferences to follow’ w'ould have been 
to wait until the time for presenting motions had ex¬ 
pired before rendering a decision refusing to transmit 
White’s motion. In that event, if a response to the 
order to show cause had been filed, it might have been 
expedient to transmit White’s motion in order that all 
questions relating to the issue might be reviewed by the 
Primarv Examiner. 

I find no error in the action of the Examiner of In¬ 
terferences refusing to transmit the motion, and his 
decision is accordingly affirmed. 
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EXHIBIT 3. 

DECISIONS IN PATENT AND TRADE-MARK 

CASES. | 

COMMISSIONER’S DECISION. j 

Myers v. Denke and Bauerle. 

Decided February 16, 1934. ! 

1. Interference—Motion to Dissolve—Moving Party 
Alleging He Has No Right to Make. 

Where a junior party who is not under an jirder 
to show cause moves to dissolve the interference 
on the ground that he himself cannot mak^ the 
claims, the motion should be entertained by the 
Examiner of Interferences since priority as to any 
common subject matter is not determined by the 
record. 

2. Same—Same—Same—Estoppel. 


Where an interference is dissolved upon a| con¬ 
tention by the junior party that he cannot inake 
the claims, Held that no question of estoppel alrises 
against the senior party because he did not tile a 
motion to amend the issue, and that the senior 
party should be permitted to obtain allowable 
claims predicated upon his disclosure, even tlipugh 
they read upon the disclosure of the junior party. 


On Petition. 


Mr. Leonard L. Kalisli for Myers. 


Messrs. lloivson and Uoivson for Denke and Bauerle. 


Coe, Commissioner. 


The party Myers petitions that the Examiner of In¬ 
terferences be directed (a) to vacate his decision of 
December 12, 1933; ( b ) to consider and render 4 de¬ 
cision upon the motion to dissolve brought by Myers; 
and (c) to dissolve this interference if it be found jthat 
the count does not define patentable subject matter 
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common to the applications of both parties, or does not 
have the same meaning in both applications, or is un¬ 
patentable. 

Myers, the junior party, moved to dissolve the inter¬ 
ference on two grounds (1) that he has no right to 
make the count in issue because it does not read upon 
his disclosure, and (2) that if the count is broad 
enough, or is interpreted broadly enough, to read upon 
his own disclosure, it is unpatentable over certain prior 
art cited. Neither of the parties offered a motion to 
amend the issues. 

The Examiner of Interferences rendered a decision 
in which he refused to dissolve the interference, ac¬ 
cepted the contention of Myers to consider the motion 
that he cojffd not make the claim and entered an award 
of priority in favor of the senior party, I)enke and 
Bauerle. 

Rule 122 provides for the filing of a motion to dis¬ 
solve denying an applicant’s right to make the count 
in issue and it has been held that under this rule a 
party may move to dissolve the interference on the 
ground that he himself cannot make the count (Herms- 
dorf and Driggs et ah, 133 0. G. 1189). 

Although Myers is a junior party, his preliminary 
statement alleges a date of invention prior to the filing 
date of the senior party and an order to show cause 
could not properly be issued against him. These facts 
must be distinguished from a case where a junior party 
is under an order to show cause why judgment of pri¬ 
ority should not be rendered against him in view of his 
failure to allege a date of invention prior to the filing- 
date of the senior party and who, in response to that 
order, makes no answer except to present a motion to 
dissolve on the ground that he himself cannot make the 
counts. In the latter situation, priority as to any com¬ 
mon subject matter is determined by the record and 
the motion to dissolve by the junior party merely gives 
an additional ground for awarding priority to the 
senior party, it being well settled in a long line of de¬ 
cisions, beginning with Podlesak and Podlesak v. Me- 


lnnerney, 120 0. G. 2127; 26 App. D. C. 399, th^t the 
question of the right of a party to make the counts is 
one which is ancillary to the question of priority. (When 
the junior party is under an order to show caude and 
these conditions exist, no judgment of priority jcould 
possibly be awarded to him, whether the motion be de¬ 
nied or granted, and therefore the motion to dissolve 
is not a sufficient answer to the order to show cajise. 

(1) The party Myers is not here under an o refer to 
show cause and, if the motion to dissolve is denied, 
priority could not at that time be awarded to the Senior 
party on the record. Therefore, I am of the opinion 
that the motion of Myers to dissolve should be <pnter- 
tained by the Examiner of Interferences and, if denied, 
time should be set for taking of testimonv. 

(2) However, this procedure should not be permit¬ 
ted to prejudice the rights of the senior party ajnd, if 
the motion to dissolve is granted and the interference 
dissolved on the ground that the junior party cannot 
make the count, the Primary Examiner should f<bel at 
liberty to freely consider any other claims which the 
senior party might subsequently present in his applica¬ 
tion. Under the conditions here involved, the sjenior 
party cannot be regarded as being estopped to!offer 
additional claims on the ground that he did not 'file a 
motion to amend the issue under the provisions oi‘ rule 
109. If any question of estoppel arises, it is against 
the junior party who sought the dissolution of the in¬ 
terference, and he should not be permitted to subse¬ 
quently propose other claims to the common subject 
matter in an effort to obtain a second interference. 

Where, as here, the junior party moves to dissolve 
the interference on the ground that he has no rigrlit to 
make the counts and does not move to amend the issue 
to include counts which he regards as patentable^ and 
common to the disclosure of both parties, he is deeme d 
to be in no better position, and the senior party in r o 
worse position, than each would have been if the claims 
constituting the original issue of the interference had 
been suggested to the junior party and he had declined 
to make them. 
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One of the express provisions of rule 96 is that the 
failure of an applicant to make the suggested claim is 
deemed to be a disclaimer bv him of the invention cov- 
ered by the claim. Such a disclaimer does not ad¬ 
versely affect the right of the senior party to obtain 
allowable claims predicated upon his disclosure even 
though they should read upon the disclosure of the 
other applicant who had refused to make the suggested 
claim. 

If the conclusion which I have here expressed is to 
any extent in conflict with the decisions in White et al. 
v. Ovaitt, 308 0. G. 449, and Longtin v. Trudel et al. v. 
Pigeon, 317 0. G. 758, those decisions are overruled to 
that extent. 

The petition is granted. 
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No. 6676 

E. I. Du Pont de Nemours and Compan 

APPELLANT 
VS . 

Conway P. Coe,, Commissioner of Patents, 

APPELLEE 

APPEAL FROM THE SUPREME COURT OF THE DISTRIC 

COLUMBIA 

BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal from the decree of the Su¬ 
preme Court of the District of Columbia dism 
ing plaintiff’s bill filed under the provisions 
Section 4915 R. S. (35 U. S. C. A. 63) by wh|ich 
it was sought to have the Commissioner of Patents 
authorized to issue to plaintiff on the application 
of Paul C. Bowers, plaintiff’s assignor, a patent 
containing certain specified claims. j 

STATEMENT OF THE CASE 

i 

The following is a brief statement of the facts 
leading up to the present suit: | 

70917—36 (1) 
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On October 27, 1922, the appellant’s assignor, 
Paul C. Bowers, filed his application No. 597417. 
On March 27, 1928, an interference was declared 
involving his application and an application of 
Foster and a joint application of Jaeger and Can¬ 
non, being Interference No. 56609. The issue of 
this intereference contained only one count and 
during the proceedings therein Bowers moved to 
dissolve on the ground that the count was unpatent¬ 
able over the prior art and the interference was 
dissolved on this ground on February 5, 1929. 

On the same day that the Interference No. 56609 
was declared, a two-party interference was de¬ 
clared between the same applications of Foster, 
and Jaeger and Cannon, being Interference No. 
56608. Two of the counts involved in this two- 
party interference are the claims which it is now 
sought to have allowed in the Bowers application. 

About seven months after the conclusion of the 
Interference No. 56609 in which Bowers was di¬ 
rectly involved, he filed a new application, No. 388- 
267, and inserted therein the two claims here in 
question.! Meanwhile the assignee of the joint ap¬ 
plication of Jaeger and Cannon had moved to sub¬ 
stitute therefor in the second interference the sole 
application of Jaeger and, this motion having been 
granted, a third interference was set up involving 
the two claims here in question, being Interference 
No. 57990. Bowers’ later application was added 
to this interference and during the prosecution 
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thereof Bowers was held to be estopped to malice the 
two claims because he had failed to present Ithem 
during the first interference. The claims jwere 
also held unpatentable to him in view of the platent 
which had in the meantime been issued on hi^ ear¬ 
lier application. Thereupon he filed an applica¬ 
tion for reissue of that patent and included i\i the 

! 

reissue application the two claims in questioii. A 
motion to substitute the reissue application iiji In¬ 
terference No. 57990 was denied by the Exanhiner 
of Interferences on the ground of estoppel andj that 
decision was affirmed by the Board of Appeal^ (R. 
pp. 15-24). The claims were then rejected bj the 
primary examiner for the reasons given in th^ de¬ 
cision in the interference, which rejection wa| af¬ 
firmed by the Board of Appeals (R. pp. 9412). 
The present proceeding was then brought. j 

GROUNDS OF REJECTION 

By reason of his application having beenj in¬ 
volved in the first interference with the appjica- 
tions of Foster and Jaeger and Cannon, Boyers 
and plaintiff, his assignee, then had access toj the 
applications of these parties and since the two- 
party interference was pending at the same tjme, 
they had knowledge of the presence in the appli¬ 
cations of his respective opponents of the two 
claims involved in this suit, but notwithstanc(ing 
this knowledge, these claims were not presented 
at that time in his application and no motion yas 
made under the provisions of Patent Office I^ule 
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109 for the declaration of an interference thereon 
with his opponents. 

Rule 109, as then in force, provided in part a^ 
follows: 

An applicant involved in interference 
may, within a time fixed by the examiner of 
interferences * * * on motion duly 

made * * * file an amendment to his 

application containing any claims which in 
his opinion should be made the basis of 
interference between himself and any of the 
other parties. 

By the failure to bring forward these claims 
within the period provided in Rule 109, when 
Bowers and plaintiff had full knowledge that they 
were being vigorously contended for by his op¬ 
ponents, ithe right to contend for them later was 
lost. Such was the holding of the examiner and 
the Board of Appeals and of the lower Court. 
Such holding it is submitted is in accordance with 
the holdings of the following decisions which are 
typical of the uniform ruling of the Courts on this 
matter. 

In In re Capen, 214 0. G. 685; 43 App. D. C. 
342, a motion to dissolve the interference was 
granted and affirmed by the Board of Appeals and 
the Commissioner. Capen then moved to add ad¬ 
ditional counts. His motion was denied by the 
Patent Office tribunals and in affirming their deci¬ 
sion this Court said in part: 


p* 
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Rule 109 permits any party to an Inter¬ 
ference at any time within thirty days after 
preliminary statements have been received 
and approved to file an amendment to his 
application containing any claims whiph in. 
his opinion should be made the basis (j)f an 
interference between himself and any ojf the 
other parties. It is made the duty op the 
Examiner of Interferences to transmit the 
claims thus proposed to the Primary Exam¬ 
iner for his determination. If the claims 
are allowed the interference will be fede- 
clared, or other interferences will be de¬ 
clared, to include the new claims. Thp ob¬ 
ject of this rule obviously is to requirO the 
parties to an interference to have deter¬ 
mined in that proceeding all rights growing 
out of their respective applications. In 
other words, the rule affords either party to 
an interference full opportunity to pup in 
issue matter which he may think patenthble 
or common to the interfering applications, 
but which was not included in the interfer¬ 
ence as originally declared by the Priidary 
Examiner. In this case appellant did not 
comply with the rules of the Office and file 
an amendment containing these claims pfior 
to the dissolution of the interference, j 

It is to be noted that Bowers did not assert jhis 
right to the claims in question until nearly seyen 
months after the dissolution of the interference 
A like ruling was made in the decision In\ re 
Doble, 1927 C. D. 101, 16 F. (2d) 350 ; 57 App. 
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D. C. 10. There Doble, who was the senior party, 
was in interference with Scott and had moved to 
dissolve the interference on the ground that Scott 
had no right to make the claims. His motion was 
granted and the interference dissolved. About 
nine months after the dissolution of the interfer¬ 
ence, Doble copied additional claims from the 
Scott application and asked for another declara¬ 
tion of an interference. The Patent Office refused 

I 

to declare the second interference. In affirming 
this ruling of the Patent Office this Court said: 

We agree with the decisions. It was 
Doble’s duty, when the interference was 
pending between his application and 
Scott’s, to present for determination all of 
his, claims relating to the interfering sub¬ 
ject matter, and when he failed to do so and 
furthermore failed to file any amendment 
containing additional claims, he became 
barred and estopped from subsequently 
presenting such claims as a basis for an¬ 
other interference with Scott’s application. 
This conclusion follows the provisions of 
rule 109 of the Patent Office, as determined 
by this court In re Capen, 43 App. D. C. 
342. 

To the same effect was the ruling by the United 
States Court of Customs and Patent Appeals in 
In re Alexanderson, 69 F. (2d) 541. 

In that case Alexanderson had been the senior 
party in an interference involving a single count, 
and the interference had been dissolved on Alex- 


7 


anderson’s motion. Later Alexanderson presented 
claims readable on the disclosure of his opponent’s 
application in the dissolved interference, and the 
examiner rejected these claims on the ground of 
estoppel. In affirming this rejection the ^ourt 
gave its approval to the policy of the Patent Office 
in such cases, in the following language: 

* * * it has been the uniform ruling 

of that office and the courts that where one 
is involved in an interference with another, 
in which interference the claims whidh he 
afterwards asserts are patentable w’ere or 
could have been made as upon subject- 
matter common to both; and where he did 
not do so, then such failure to do so will 
preclude the patentability of the saipe to 
him thereafter. In this sense, therefore, 
the Patent Office asserts, through its solici¬ 
tor, it has the right and it is its duty t\) use 
such interferences against such claims in a 
subsequent application; perhaps not ad ref¬ 
erences strictly, but in pursuance to th^ law 
and the rules of the Patent Office. 

So far as we are advised, such has jbeen 
the rule of the courts which were called 

upon to decide this matter. 

: 

In the decision In re Austin, 1930 C. D. 505; 40 
F. (2d) 756, the United States Court of Customs 
and Patent Appeals said: 

Furthermore, if a party to an interfer¬ 
ence fails to comply with the rules of the 
Patent Office relative to the presentation of 
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such claims, it is thereafter estopped from 
presenting them as a basis for another inter¬ 
ference between the same parties. 

In the decision In re Shimer, 69 F. (2d) 556, the 
United States Court of Customs and Patent Ap¬ 
peals held that the estoppel arising by failure to 
proceed under the provisions of Rule 109 arises 
irrespective of the number of parties in the origi¬ 
nal interference and of the fact that the claims 
which nfight have been added by motion under that 
rule was to subject matter common to only two of 
the several applications involved in such interfer¬ 
ence, and stated further: 

It mav be stated that this rule works no 
hardship to him who is diligent in pursuit of 
his rights. When an interference is de¬ 
clared, the files of his contestants are open 
to him. He has full cognizance of their dis¬ 
closures and claims. So advised, it becomes 
his duty to put forward every claim he has. 
Rule 109 affords him this opportunity. If 
the rule be not enforced or enforceable, then 
delays and litigation are greatly increased. 
It, is quite obvious that the doctrine of 
estoppel, as applied in these cases, results in 
the better conduct of the business of the 
Patent Office and in the public good. 

A later decision by the United States Court of 
Customs and Patent Appeals, In re Brashares, 22 
C. C. P. A. 873, 74 F. (2d) 751, dealt with the fol¬ 
lowing situation winch is similar to that here pre¬ 
sented. The assignee of the Brashares application 
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was also the assignee of an application of Radjnore 
which had been in an interference with two <pther 
parties, which interference had been dissolved on 
the ground that the single count thereof wa^ un¬ 
patentable over the prior art. After the inter¬ 
ference was dissolved the assignee copied in 
the Brashares application a claim from the applica¬ 
tion of one of said opponents and asked foil an¬ 
other interference. The Patent Office refused to 
set up a second interference, holding that th^ as¬ 
signee was estopped from prosecuting such c^aim 
because of his failure to present the same iii ac¬ 
cordance with Rule 109 during the motion pqriod 
of the interference. The Court affirmed the ac- 

i 

tion of the Patent Office in rejecting the cjaim 
involved on the ground of estoppel. 

The tribunals of the Patent Office have folic wed 
the decisions of the Courts in this matter and the 
following decisions by the Commissioner are in 
harmony therewith: White, Overlin, and Bulling- 
ton v. Ovaitt, 308 0. G. 449, 1923 C. D. 18; G^reer 
v. Simon, 308 0. G. 657, 1923 C. D. 24; Longt\n v. 
Trudel and Dawson v. Pigeon, 317 0. G. 758, 1923 
C. D. 136. 

Bowers attempted during proceedings in | the 
Patent Office to excuse his failure to presentj the 
claims while the first interference was pending by 
stating that he could not have made all of the 
claims involved in the two-party interference) be¬ 
tween his opponents. Even though this be ad- 
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mitted, it does not excuse him from presenting 
those claims which he could have made, including 
the two claims he now seeks and asking for an 
interference thereon. 

Bowers further contended that he believed that 
the two claims in question were unpatentable, they 
being in his opinion less meritorious than the 
single claim which was held unpatentable in the 
first interference. Therefore he relied upon the 
Patent Office to hold such claims unpatentable and 
to dissolve the interference as to them. Such an 
attitude as to their patentability is clearly incon¬ 
sistent with his present contention for the allow¬ 
ance of the same claims to him. 

In his brief in this case the appellant has cited 
a number of decisions with which he alleges the 
ruling hprein is in conflict. The facts in these 
cases, however, are such that, it is submitted, there 
is no conflict. 

In the Commissioner’s decision in Crone v. 
White , 1912 C. D. 242, it appears that the junior 

party was under an order to show cause because 
he alleged no date of invention as early as the 
senior party’s filing date and it was held that there 
was no necessity for considering a motion to add 
claims to the issue of the interference unless and 
until the junior party had attempted to have the 
interference dissolved. This was for the obvious 
reason that if there was no dissolution, judgment 
of priority would necessarily, under the stated 
facts, be awarded to the senior party. 
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In ex parte Johnston, 20 U. S. P. Q. 284, it ap¬ 
pears that the claims in question were present in 
the Johnston application when the interference 
was declared and that an order to show cause; had 
been issued against the other parties but no motion 
had been made to bring into the interferencj the 
claims then standing in the Johnston application. 

In Myers v. Denke, 1934 C. D. 1, it appears! that 
the interference had been dissolved on Myers j mo¬ 
tion on the ground that he himself had no right 
to make the claims. It was there considered that 
that motion was in effect an admission that he was 
not entitled to a date of invention as early as the 
filing date of the other party. j 

In ex parte Thomas, 21 U. S. P. Q. 451, whi^h is 
also a decision of the Board of Appeals of! the 
Patent Office, it appears that the interference in- 
volved a patent to one Raber and an application 
of Thomas; and that Raber alleged no date of in¬ 
vention as early as the filing date of the Thcjmas 
application and the interference was dissolved, on 
Raber’s motion, on the ground that Thomas had 
no right to make claims corresponding to the i^sue. 
No such facts are involved here and it is not ^een 
that that decision has any bearing on the question 
here involved. 


Nor is it believed that the holding here involved 
is in any way inconsistent with the ruling of this 
Court in in re Martin, 48 App. D. C. 187,1918 (). D. 
213, since the holding is not based on the ground 
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of res ad judicata in view of the decision on pri¬ 
ority but on the ground of estoppel drawing out 
of the failure of the party Bowers to act when he 
had full knowledge of what was claimed in the 
applications of the other parties. 

It is also argued that there was no burden upon 
Bowers and his assignee to ask for an interference 
since it was the duty of the Patent Office to have 
included I the first application of Bowers in the 
interference with the application of the party 
Foster and the joint application of Jaeger and 
Cannon. 

Whatever may have been the duty of the Patent 
Office in originally declaring the interferences, 
Rule 109 was made in order that the parties to an 
interference might put in issue any claims to an 
invention common to the involved applications, 
whether they had been mistakenly not included in 
the original declaration of the interference or 
whether one of the parties was not claiming that 
subject-matter at the time the interference was 
declared. It is submitted, therefore, that even if 
the Patent Office made a mistake, the party Bowers 
and plaintiff, his assignee, were not thereby re¬ 
lieved from the necessity of proceeding under the 
provisions of Rule 109. 

It is also urged that in view of the date of inven¬ 
tion given in the interferences by Foster and 
Jaeger & Cannon, respectively, it would not have 
been proper to set up an interference between their 
applications and the earlier application of Bowers. 


13 


It is submitted, however, that this would not 
have been a sufficient ground for denying a motion 
to set up the interference. The effect of settihg up 
an interference might have been to enable Bojwers 
to have obtained a judgment of priority on the 
record but it would have given full notice t<|> the 
other parties that Bowers was claiming the right 
to make the claims here involved and it is sub¬ 
mitted that the estoppel is not avoided by the | fact 
that Bowers later notified these parties thajt he 
would contend for his right to these claims, j 
It may be noted that the decisions (R. pp. 15f-24) 
were made when Bowers moved to substitute; his 
reissue application in Interference No. 57990,land 
there had been in that interference an opposition 
to the allowance of these claims to Bowers, that 
opposition being made by one of the other parties. 


CHANGE IN RULE 116 


It is also urged that the present decision is in¬ 
consistent with the amendment to Rule 116, which 
amendment was made effective on August 21,1934. 
That Rule, as it existed before the amendment,. 


read as follows: 

116. The parties to an interference jwill 
be presumed to have made the invention in 
the chronological order in which they filed 
their completed applications for patents 
clearly disclosing the invention; and the 
burden of proof will rest upon the phrty 
who shall seek to establish a different state 
of facts. I 
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By the amendment the following paragraph was 
added: 

The termination of the interference by 
dissolution under rule 122 without an award 
of priority shall not disturb this presump¬ 
tion, and a party enjoying the status of a 
senior party with respect to any subject- 
matter of his application shall not be de¬ 
prived of any claim to such subject-matter 
solely on the ground that such claim was not 
added to the interference by amendment 
under rule 109. 

The Order, however, putting this rule into effect 
(445 O. G. 1) stated specifically that it should not 
apply to interferences which had been finally de¬ 
cided prior to August 21, 1934, nor would it ap¬ 
ply to interferences then pending v’hich on that 
date had progressed beyond the period for filing 
motions under rules 109 and 122. 

The obvious reason for this order was that 
the amended rule should not apply retroactively. 
In other words, it was not intended by that amend¬ 
ment to enable parties who, under the practice 
then existing, had lost their rights to certain claims 
by failure to proceed in accordance with the then 
existing rules, to be relieved of the effect of their 
default. 

To apply the amended rule retroactively where 
the interference had been terminated more than 
five years before the amendment of the rule, for 
the benefit of Bowers, would work a great injustice 


on the other parties to the interference, ^uch 
parties relying on the then existing rule ancjl its 
interpretation by the Courts were justified \|hen 
Bowers failed to present the claims in due tim£ ? in 
proceeding on the assumption that he did noi in¬ 
tend to assert that he had a right to these clalims. 

! 

To grant the claims to Bowers now would preclude 


Jaeger and Foster from continuing the free qom- 
mercial use of the invention covered thereby which 
they allege in their preliminary statements. This 
would work a great and unjustifiable hardship on 
them for the sole purpose of relieving plaintiff 
from the result of his own neglect. 

It is submitted that the decree of the lower cjmrt 
dismissing the bill of complaint should be affirihed. 

R. F. Whitehead, 
Solicitor for the Patent Office, 
Attorney for Appellee. 

May 1936. ! 
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